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McKesson & Rossins, Inc. v. THe CuHarves H. Puiturrps Cuemi- 
caL CompaNy and Tuomas E. Rosertson, as Commis- 
sioner of Patents 


United States District Court, District of Connecticut 


June 11, 1930 


Trape-Marks—CanceLitatTion—Svurr Unoper Sect. 4915, Revisep Statures— 

Res Apgupicara. 

A decision of the Commissioner of Patents or of the Court of 
Appeals of the District of Columbia in cancellation proceedings is 
not res adjudicata, but the court under Section 4915, Revised Statutes, 
has full jurisdiction to re-examine all matters determined by said 
tribunals, and to try all questions raised de novo. 

ReoistRaTION Unpoer Ten-Year CriauseE—“Mrix or Maconesta”—UseE sy 

Orners Durtnc Ten-Year Peniop. 

In a suit brought to cancel a registration of the name “Milk of 
Magnesia” made under the ten-year clause of the Act, evidence of use 
of the mark by others during the ten-year period held sufficient to 
entitle plaintiff to a decree for cancellation of the registration, and of 
that of the Spanish equivalent, “Leche de Magnesia.” 


In equity. Suit for cancellation of a trade-mark brought. 
Section 4815, Revised Statutes. Decree for plaintiff. For earlier 
decisions in this case, see T.-M. Rep. vol. 16, p. 317; vol. 18, p. 28. 


Harry D. Nims and Wallace H. Martin, both of New York 
City, Marsh, Stoddard §& Day, and Vincent L. Keating, 
all of Bridgeport, Conn., for plaintiff. 

H. H. Ramsay, of New York City, Edward S. Rogers, Allen 
M. Reed, both of Chicago, Ill., and Taylor, Durey § Pier- 
son, of Stamford, Conn., for defendant. 


Tuomas, D. J.: In this suit the plaintiff seeks to cancel two 
trade-mark registrations issued to The Charles H. Phillips Chemi- 
cal Co. The bill is brought under the provisions of Section 4915 of 
the Revised Statutes. By order of court dated November 20, 1928, 
this suit was dismissed as to Thomas E. Robertson, Commissioner 
of Patents, and he was discontinued as a party defendant. 

The registrations in suit were issued under the ten-year clause 
of the Trade-Mark Act of February 30, 1903. 
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The first mark registered under No. 46,225 on September 12, 
1905, consists of the words ‘““Milk of Magnesia,” and the second, 
No. 75,501 dated October 12, 1909, consists of the words “Leche 
de Magnesia,” which words are the Spanish equivalent of the first 
mark. The registrations are each for a preparation of magnesia. 

First of all, the defendant questions the jurisdiction of this 
court under the statute upon which the suit is predicated. Section 
4915 of the Revised Statutes was amended by Section 11 of the Act 
of March 2, 1927, to the effect that an appeal to the Court of Ap- 
peals of the District of Columbia operates as a bar to the bringing 
of an action in the United States District Court. From the record 
it appears that on March 2, 1927, there was then pending in the 
Court of Appeals of the District of Columbia an appeal by the 
plaintiff from a decision of the Commissioner of Patents dismissing 
the plaintiff's application to cancel the trade-marks now in ques- 
tion. It also appears that on December 5, 1927, the Court of Ap- 
peals of the District of Columbia rendered its opinion affirming 
the Commissioner’s decision. 23 Fed. (2d) 763. It is the defend- 
ant’s claim that since the plaintiff followed up its appeal to the 
Court of Appeals of the District of Columbia, which was pending 
at the time of the enactment of the amended statute—the present 
action is barred. I am unable to sustain that contention because 
of the provisions of Section 15 of the Act of March 2, 1927. The 
language is so plain that it admits of no doubt. It provides that 
the Act: 


“Shall not affect the appeals then pending . . . . in the Court of Ap- 
peals in the District of Columbia.” 

Defendant also pleads res adjudicata and estoppel on the 
ground that the trade-marks were in issue in the cancellation pro- 
ceedings before the Commissioner of Patents and the Court of Ap- 
peals of the District of Columbia, and that in such proceedings 
the plaintiff had adequate remedy. Patent Office proceedings, how- 
ever, are never res adjudicata upon any court. Baldwin Co. v. 
Howard Co. 256 U. S. 83 [11 T.-M. Rep. 159; 41 S. Ct. Rep. 
447]; Morgan v. Daniels, 153 U. S. 120 (14 S. Ct. Rep. 772). It 
is well established that the court appealed to under Section 4915 
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has full jurisdiction to re-examine all matters determined by the 
Court of Appeals of the District of Columbia. That court becomes 
for this purpose one of the tribunals of the Patent Office, and its 
decision is in no sense a final decree, which cannot be thus collater- 
ally attacked, though it will be followed unless the contrary is es- 
tablished by convincing testimony. Clements v. Kirby, 274 Fed. 
575; Frasch v. Moore, 211 U.S. 1; 29 S. Ct. Rep. 6. A suit under 
Revised Statutes, Section 4915, is a new and independent proceed- 
ing. Coleman v. Hathaway, 285 Fed. 602. It is not an appeal. 
It is an original, independent action in which all of the questions 
raised are tried de novo. Gandy v. Marble, 122 U. S. 482 (7 S. 
Ct. Rep. 1290); Courson v. O’Connor, 227 Fed. 890; Cold v. Cold, 
237 Fed. 84. 

Therefore, the only point left to be decided is whether the 
two trade-marks which are the subject of this suit were properly 
registered under the ten-year clause of the Trade-Mark Act of 
February 20, 1905, and this question must be decided upon the 
record adduced before this tribunal and not upon the record before 
the Commissioner or the Appellate Court of the District of Colum- 
bia; and it should be noted that the record here is materially dif- 
ferent from the former record. 

The ten-year clause of the Act explicitly provides that noth- 
ing in the Act—which, of course, includes the prohibition against 
the registration of descriptive terms—shall prevent the registration 
of any mark used by the applicant or his predecessors, or by those 
from whom title to the mark is derived, in commerce with foreign 
nations or among the several states or with Indian tribes, which 
was in actual and exclusive use as a trade-mark by the applicant, 
or his predecessors from whom he derived title, for ten years next 


preceding February 20, 1905. 

It seems that this suit is based on the ground that the terms 
‘Milk of Magnesia” and “Leche de Magnesia” are the names spe- 
cifically applied to an article covered by Letters Patent granted 
to Charles H. Phillips and Lawrence Reid who assigned their right 
to Charles E. Phillips, a predecessor in business of the defendant, 
and that these words, therefore, constitute the generic name of the 
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article of manufacture covered by this patent and by others granted 
to the same patentees. All of these patents expired prior to Feb- 
ruary 20, 1895—which was more than ten years before the passage 
of the Trade-Mark Act of February 20, 1905. 

Both trade-marks are descriptive terms of the goods sold by 
the defendant. As a matter of fact it appears from the record that 
these words were not originated by the defendant, but are found 
in many publications issued many years prior to the time that the 
applications for the above-mentioned patents were filed. Conse- 
quently, it is questionable whether these words constitute proper 
trade-marks, even under the ten-year clause. This point, however, 
need not be here decided. We are more concerned with the ques- 
tion whether the defendant did have exclusive use of its trade- 
marks in the ten-year period preceding the passage of the Trade- 
Mark Act of February 20, 1905. 

The generic or descriptive name of the product covered by the 
patents above referred to is hydrate of magnesia, and the record 
shows that such goods were sold not only by the defendant but by 
others during the ten-year period. The question is—did the others 
mark their goods “Milk of Magnesia” and/or “Leche de Magnesia” 
at any time during the ten-year period? It is admitted by defend- 
ant that plaintiff has proven certain small and sporadic uses of the 
words “Milk of Magnesia” in connection with the manufacture and 
sale of hydrate of magnesia. Defendant, however, maintains that 
these uses were negligible from a commercial standpoint and are 
not sufficient to overthrow the secondary meaning attached to the 
words “Milk of Magnesia” as the trade-mark of the defendant. 

While the record shows that Meyers Brothers Drug Co. of 
St. Paul, Mo., did manufacture hydrate of magnesia beginning in 
1902, to and including 1905, the 1903 price list of this firm listed 
hydrate of magnesia, and, in parenthesis adjacent to those words, 
the words “Milk Magnesia,” the labels did not have displayed there- 
on the words “Milk of Magnesia.” Such use of said words is not a 
bar to the registration by defendant of its mark “Milk of Mag- 
nesia.” However, the record conclusively proves that Nelson 
Baker & Co. of Detroit did manufacture continuously from 1897 





MCKESSON & ROBBINS V. CHARLES H. PHILLIPS CO. 347 


to 1900 substantial quantities of ‘““Milk of Magnesia,’ that labels 
were printed on which the words “Milk of Magnesia’ were dis- 
played, although it does not appear clearly that such labels were 
affixed to the various sizes of bottles in which the product was sold. 
The price lists of Nelson Baker & Co. for the years 1898, 1899 and 
1900 contain a listing for “Milk of Magnesia” and the witness 
Haney testified that Plaintiff's Exhibit 24 is a photostatic copy of 
an old label book of Nelson Baker & Co. containing a label for 
“Milk of Magnesia” and that the book was made up around 1903 
or 1904. This testimony is corroborated by the witness Black who 
testified that this label was affixed to various sizes of bottles of 
“Milk of Magnesia’ put out by Nelson Baker & Co. Aside from 
the testimony of Black, it would be unreasonable to assume that 
these labels, having been printed, were not used. Parke, Davis & 
Co. of Detroit also had listed “Milk of Magnesia’ in its price lists 
of 1904 and 1905 and had labels printed containing the words 
“Milk of Magnesia,” but there is nothing to show in the record that 
these goods were sold or distributed in the market prior to Feb- 
ruary 20, 1905. However, H. J. Mulford of Philadelplhia began 
the manufacture of “Milk of Magnesia” during 1904 and sold that 
product during 1904 and 1905 and labels were issued containing 
the words “Milk of Magnesia” by its label bureau on November 2, 
1904, and Milk of Magnesia was sold by this concern not later than 
November 15, 1904. Again it is safe to assume that the goods were 
sold with the labels attached. 

No good purpose would be served by a further review of the 
evidence as it appears from the foregoing, and from an extended 
and careful examination of the evidence in this case, that the de- 
fendant was not the sole and exclusive user during the ten years 
necessary to entitle it to such registration of the mark “Milk of 
Magnesia,” which registration it procured. 

The application of defendant for the registration of the trade- 
mark being regular in form, entitled it, prima facie, to the right to 
registration, but upon the introduction of plaintiff's testimony the 
prima facie evidence has been overcome. It was then incumbent 
upon the defendant to establish its right to registration by a fair 
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preponderance of testimony. In other words, it was incumbent 
upon the defendant to satisfy the court that the testimony thus 
introduced on behalf of plaintiff was not true. This the defendant 
has failed to do. 

Defendant’s registration of the words “Leche-de-Magnesia” 
seems to depend solely upon its registration of “Milk of Magnesia.” 
The registration of those words having been found invalid, it fol- 
lows that the registration of “Leche de Magnesia” must fall with it. 

Plaintiff is therefore entitled to a decree for the cancellation 
of defendant’s trade-mark registrations Nos. 46,225 and 75,501, 
together with costs of suit. Submit decree accordingly. 


Art Metar Works, Inc. v. CUNNINGHAM Propucts Corp., ET AL. 
(242 N. Y. S. 294) 


New York Supreme Court, Special Term, New York County 


April 11, 1930 


Unram Competirion—ImiratTinG APPEARANCE AND SrructurAL ELEMENTS 
or Goons. 

Where, after plaintiff had put on the market a cigar lighter pos- 
sessing certain novel functional features and of distinctive appearance, 
defendant in putting out a lighter of the same general appearance and 
functional construction, held guilty of unfair competition. 

Unram Competrrion—Imrratinc AprpeaRANCE OF Goops—FatLure To SHow 

Maxker’s Name on Propvucr. 

When a manufacturer enters upon a field previously occupied by 
a competitor, it is his duty so to distinguish his goods from those of 
his rival’s as to make it unlikely that the public will be deceived. De- 
fendant’s failure to stamp its name clearly on its lighter evidenced 
a consciousness that it was imitating plaintiff’s lighter. 

Trape-Marxs ann Unram Competitrion—“New Yorker” on Cicar Licur- 

ERS—PROBATIVE VALUE OF ADVERTISEMENT NOT FoLLowep By Use. 

The fact, if proven, that defendants advertised their new lighters, 
as “New Yorker” lighters prior to plaintiff's first sale of its lighters 
under the same mark, held of small probative value, when sales of de- 
fendant’s product did not take place till several months after plain- 
tiff’s first sales. 

Unram Competirion—‘PrerrumMay” anv “Perru-Misr” ror AToMIzERS. 

Defendants’ use of the name “Perfu-mist” as a trade-mark for 
atomizers after plaintiff had adopted the word “Perfumay” for the 

same goods, held unfair competition. 
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In equity. Action for unfair competition. On motion by de- 
fendants to dismiss. Motion denied and judgment for plaintiff. 


Lorenz, Stumpe & Lorenz, of New York City (John F. X. 
Finn and Page S. Haselton, both of New York City, of 
counsel), for plaintiff. 

Leonard Biel, of New York City (Leonard Biel and Frank I. 
Schechter, both of New York City, of counsel), for de- 
fendants. 


Kreset, R.: For about thirty years, the plaintiff, Art Metal 
Works, Inc., and its predecessors have been in the business of 
manufacturing and selling metal novelties and metal ware. The 
business has been on a very extensive scale, comprising the manu- 
facture and sale of thousands of different kinds of articles. The 
gross annual sales have been about $5,000,000 a year. 

The defendant Cunningham Products Corporation was or- 
ganized in 1927. It succeeded to the business of the defendant 
Irving Florman, who conducted that business individually and 
under the trade-name of Irving Florman Company for approxi- 
mately eight years. Florman is the president of Cunningham 
Products Corporation, and owns nearly all of its stock. The de- 
fendants’ business has been comparatively small. The gross sales 
of Cunningham Products Corporation have been approximately 
$300,000 a year. 

Both parties manufacture cigar lighters and perfume atom- 
izers in the shape of cigar lighters, both articles being produced in 
pocket and table sizes. 

The plaintiff's sales of lighters and atomizers amount to over 
$3,000,000 annually, while the defendants’ sales of those articles 
are approximately $60,000 a year. The plaintiff has spent very 
large sums in advertising its products both directly to the public 
as well as to the trade. The defendants’ advertising has been in- 
significant in comparison. 

Plaintiff charges that the defendants are guilty of unfair com- 
petition in the conduct of their business, in that they simulate plain- 
tiff’s products to such an extent as to mislead the public into buy- 
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ing the defendants’ products in the belief that they are buying 
those of the plaintiff. The plaintiff also charges that the defend- 
ants have adopted names for their products so similar to those 
under which plaintiff's products are known as further to enable 
the defendants to palm off their products for those of the plaintiff, 
to the damage of the plaintiff and the detriment of the public. 

The evidence discloses a great divergence of claims as to 
priority of invention and priority in advertising and marketing of 
the products of the parties. While these considerations are im- 
portant, they are by no means determinative of the charge of un- 
fair competition. Even a junior in the field may be entitled to 
protection against the unfair competition of the one who first oc- 


cupied the field. 
As to Cigar Lighters 


Neither of the parties was a pioneer in the field of manufac- 
turing and marketing cigar lighters. The plaintiff claims, however, 
to have been the first to manufacture and market what is described 
as the one-finger-one-motion cigar lighter. This is a mechanical 
device which, upon pressure with one finger on a lever, lifts the 
cap covering the wick and automatically ignites it, and then, upon 
releasing the finger, the cap automatically extinguishes the flame. 
Prior thereto there had been on the market what are known as 
thumb-wheel lighters, that is, lighters requiring the turning of a 
wheel, usually with the thumb, in order to light them, and then a 
second and independent motion in order to extinguish the flame and 
close the lid of the lighter. Dunhill and other well-known manu- 
facturers, as well as the defendants, had theretofore manufactured 
thumb-wheel lighters. The plaintiff’s “Ronson” lighter (the name 
“Ronson’”’ being derived from the surname of the plaintiff’s presi- 
dent, Aronson) came on the market in November, 1926. It em- 
bodied the mechanical device of the one-finger-one-motion lighter. 

The original model of the plaintiff’s “Ronson” lighter was in 
form pear shaped and somewhat larger than the present models 
manufactured and marketed by the plaintiff under the names of 
“Ronson-De-light” and “Princess.” The original model was dis- 
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continued in July, 1927, when the “Ronson-De-light” was mar- 
keted. In October, 1928, the plaintiff marketed a new model of its 
lighter called the “Princess.” Both of these models are one-finger- 
one-motion lighters. 

The defendant Cunningham Products Corporation put on the 
market in October, 1928, a cigar lighter which it called the “West- 
minster.’ This was a one-finger-one-motion lighter. The “West- 
minster” succeeded a thumb-wheel lighter which the defendant 
Florman had produced some time prior thereto. Cunningham 
Products Corporation claims that in February, 1929, it discon- 
tinued marketing its “Westminster,” and that it then invented a 
modification of its “Westminster” lighter, calling the new one the 
“New Yorker.” The defendant, however, did not put its “New 
Yorker” on the market until November, 1929. 

Although the “Westminster” concededly was not on the mar- 
ket prior to October, 1928, the defendant Florman claims that he 
had models of the “Westminster” as early as January, 1927, and 
that he exhibited such models at the automobile show in New York 
that month. He claims they were stolen from him at the show. 
He also claims that he made sketches of lighters, such as the ““West- 
minster,” as early as August, 1926. In substantiation of this claim, * 
Florman produced a sketch of such a lighter claimed to have been 
made by him in August, 1926, and to have been sent to himself by 
registered mail in September of that year. I am not much im- 
pressed with this proof. If Florman had invented a one-finger- 
one-motion lighter and had models thereof in January, 1927, it is 
strange that, when plaintiff applied for a design patent on its 
“Ronson-De-light,” and obtained one in January, 1928, he made 
no move to question the plaintiff's right to the patent, nor did he 
sue the plaintiff for infringing his invention. Even more signifi- 
cant is the fact that when, on the contrary, the plaintiff sued Flor- 
man for infringement of plaintiff's patents, obtained as aforesaid, 
Florman did not in his answer claim that he had himself invented 
the one-finger-one-motion lighter. I think, therefore, that his pres- 
ent claim is an afterthought. 
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If the issue here involved were simply that of priority as be- 
tween plaintiff's “Ronson” and “Ronson-De-light,” on the one hand, 
and the defendants’ “Westminster,” on the other hand, I should be 
inclined to hold that the plaintiff, and not the defendants, first in- 
vented the one-finger-one-motion lighter, particularly in view of 
the fact that the plaintiff produced and marketed its lighter in No- 
vember, 1926, whereas the defendants’ ‘““Westminster’” did not ap- 
pear on the market until October, 1928. But the issue here is not 
merely one of priority. It is a question of unfair competition. Even 
though I were satisfied that Florman’s sketch and models antedated 
the marketing of the plaintiff’s lighter, nevertheless, if more than 
two years after the plaintiff had produced and marketed its one- 
finger-one-motion lighter and by extensive advertising had estab- 
lished a reputation and good-will for its product, the defendants 
produced a similar lighter in imitation of the plaintiff's product, a 
case of unfair competition by the defendants would still be made 
out. I find that the plaintiff has proved priority both in invention 
and marketing of the one-finger-one-motion lighter. 

A large number of lighters manufactured by others than the 
plaintiff or the defendants were produced before me on the theory 
of proving the prior art. Most of them did not embody the prin- 
ciple of the one-finger-one-motion lighter; and as to the one or two 
that come near embodying that principle, like the Kaschie No. 9 
and Kaschie No. 13, there is no proof that they antedated plain- 
tiff’s product, and certainly neither of them resembles the plaintiff's 
lighters in appearance; one looks like a policeman’s club and the 
other like a shaving stick. Even if there were such resemblance, 
the defendants could not find in that fact a defense to the plaintiff's 
claim of unfair competition. 

Priority of invention would not, in itself, however, entitle the 
plaintiff to a monopoly in the field of one-finger-one-motion lighters. 
I do not understand that in this case the respective patent rights of 
the parties can be adjudicated. If the plaintiff has a patent on the 
mechanical operation of the one-finger-one-motion lighter, and the 
defendants are infringing that patent, the plaintiff must seek its 
remedy for that in another form. If, however, the defendants are 
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imitating the plaintiff's product, so as to mislead the ordinary pur- 
chaser into buying the defendants’ lighter in the belief that he is 
buying the plaintiff's, the plaintiff is entitled to protection in this 
suit. This is exactly what the plaintiff claims. 

It claims that the defendants’ “Westminster” lighter and its 
successor, the “New Yorker,” are such clear imitations of the plain- 
tiff’s ‘“‘Ronson-De-light” and “Princess” lighters as to enable the 
defendants to palm off their product for that of the plaintiff. 

I am satisfied, from a comparison of the exhibits and upon the 
whole case, that the defendants’ “Westminster” and “New Yorker” 
lighters are imitations of the plaintiff's “Ronson-De-light” and 
“Princess” models, not only in functional mechanical details, which, 
perhaps, the defendants would be entitled to copy, unless the plain- 
tiff is protected therein by patents (Champion Spark Plug Co. v. 
Mosler & Co. [D. C.] 233 F. 112), but also in non-functional fea- 
tures, such as size, dress, contours, and appearance, to an extent 
that the ordinary purchaser would be misled into buying the de- 
fendants’ lighter, believing that it is the plaintiff’s. I am satisfied 
that, before the defendant produced its “Westminster” and “New 
Yorker” lighters, the appearance of the plaintiff's “Ronson” and 
‘“Ronson-De-light” had become associated in the public mind with 
the plaintiff as the manufacturer (Trico Products Corporation v. 
Ace Products Corporation [D. C.] 30 F. (2d) 688), and that the 
plaintiff had established a good-will therein which it is entitled to 
have protected against imitation. 

The evidence shows that the defendants’ “Westminster” 
pocket lighter and “New Yorker’ pocket lighter are identical in 
essential dimensions with those of the plaintiff's “Ronson-De-light”’ 
and “Princess” lighters, and the defendants’ “New Yorker” table 
lighter is identical in essential dimension with those of plaintiff's 
table atomizer, which is in the shape of a lighter. In my opinion, 
such identity in measurement is not the result of accident, but of 
design, to be explained only by the conclusions that the defendants 
deliberately copied the plaintiff's product. It is a coincidence 
wholly impossible in the absence of conscious imitation. Wesson 
v. Galef et al. (D. C.) 286 F. 621. Of course, there are slight dif- 
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ferences, both in the measurements and in the appearance, between 
the defendants’ lighters and those of the plaintiff. But as was well 
said in an English case (Dunhill v. Bartlett & Bickley, 39 R. P. C. 
462, 433, Ch. Div. 1922), “a man who means to deceive wants to 
get such resemblances as will enable his goods to be sold, and such 
differences as will provide him with cover when his practice is dis- 
covered. On the one hand, he wants to blind the public, and on 
the other hand, he wants to blind the court.” 

Such slavish imitation naturally leads to confusion in the pub- 
lic mind and consequently injury to the plaintiff. While proof of 
actual deception and injury to plaintiff's business is not necessary 
for the maintenance of an action to restrain unfair competition, 
threatened injury being sufficient (Taendsticksfabriks Aktiebolagat 
Vulcan v. Myers, 139 N. Y. 364, 367, 34 N. E. 904), nevertheless 
there is evidence of such confusion and injury. A person named 
Moore, from Nebraska, and another named Triplett, from Mon- 
tana, having purchased “Westminster” lighters, sent them for re- 
pair to the plaintiff, believing that the plaintiff was the manufac- 
turer of the “Westminster.” Although an effort was made by the 
defendants to explain away the Triplett incident, no such effort 
was made in the case of Moore. 

Triplett sent the lighter for repair on December 5, 1928. When 
called by the defendants as a witness before me on January 31, 
1930, Triplett testified that the “Westminster” lighter which the 
plaintiff produced as having been received from Triplett was not 
the one that he had sent to the plaintiff. His story is that, while 
playing pool in a pool room, he won a lighter by paying a quarter 
and punching a hole on one of those lottery punch boards kept in 
cigar and pool rooms, although in his letter to the plaintiff he wrote 
that he had “purchased (the lighter) from a local store”; that he 
found the lighter did not work, and, though he knew that manufac- 
turers frequently put their names on their product, he did not look 
to see whether the manufacturer's name was on this lighter, but 
was advised by a friend to send it to the plaintiff for repair. His 
description of the lighter he sent fits the plaintiff’s lighter. On the 
contrary, when plaintiff replied to Triplett’s letter, it sent him one 


———— 
ee a li Asi ht I I i ae CS as I Sa NII se TRE Some 


od nee P nae 


ehh .. Als Sm 


tae a 


ee ee 


Linear tha lair Ue ei 2a 


ART METAL WORKS V. CUNNINGHAM PROD. CORP. 355 


of its own lighters, and stated that the lighter Triplett had sent 
“is not of our manufacture but is an infringing imitation thereof.” 
I attach no weight to Triplett’s testimony. In my opinion, he was 
mistaken, and that his mistake arose because of the similarity be- 
tween the plaintiff's and the defendants’ lighters. I believe the 
lighter he sent for repair was the “Westminster” produced by the 
plaintiff. To hold otherwise would necessitate a finding that as 
far back as December, 1928, when the plaintiff wrote to Triplett 
that the lighter he had sent to it was not of its manufacture, the 
plaintiff was fabricating evidence. There would be no justification 
for such a finding. 

So marked is the resemblance between the plaintiff's and the 
defendants’ lighters that persons purchasing the defendants’ 
lighters required assurances from the defendants and their sales- 
men that, if they purchased the defendants’ lighter, they would be 
protected against suits for infringement by the plaintiff. This is 
strikingly shown by the evidence of Fuller, who insisted upon such 
a guarantee, and actually obtained it from the defendants’ sales- 
man, Lever, who wrote on the bill evidencing the sale of defend- 
ants’ lighter to Fuller that “Cunningham Products Corp. would 
protect Mr. Fuller against patent trouble.” The attempt to make 
it appear that Lever was not defendants’ agent was futile. His 
letterheads with the legend “Agent for the Cunningham Products 
Corp.,” 
without any remonstrance by the latter, belie the claim of Cun- 


which he used “two or three times” in writing to Florman, 


ningham Products Corporation that Lever was not its agent. 

I think that the failure of Cunningham Products Corporation 
clearly to stamp its name on its product, so as to indicate the source 
of manufacture, is evidence of a consciousness on its part that it 
was imitating the plaintiff’s product and of a desire to keep its 
identity covered up. I am not impressed with the explanation that 
there was not room on the defendants’ product to impress its name 
thereon. Katcher, the maker of defendants’ dies, from which its 
lighters were cast, testified that the name could have been put on. 
When a manufacturer enters upon a field previously occupied by 
a competitor, it is his duty so to distinguish the articles he makes 
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from those of his rival as to make it unlikely that the public will 
be deceived, or that the ordinary buyer would be misled into pur- 
chasing his goods for those of his competitor. Moline Plow Co. v. 
Omaha Iron Store Co. (C. C. A.) 235 F. 519. The defendant did 
not observe that duty by simply placing a loose direction sheet 
bearing its name inside of the box, in which the lighter was con- 
tained, knowing full well that such direction sheet was easily re- 
moved, and would in fact be removed by jobbers. 

The defendants did not stop with imitating the non-functional 
attributes of the plaintiff's product, but even adopted for their 
lighter the same name which the plaintiff had adopted for its prod- 
uct. I am satisfied that as early as March, 1929, the plaintiff 
adopted the name “New Yorker’ for its table cigar lighter. The 
base of this lighter was in the form of a skyscraper, and therefore 
the name “New Yorker” was quite appropriate for such a product. 
This evidence does not depend upon the testimony of Harris alone, 
but is fully corroborated by that of the draftsman Burchett, whom 
I consider disinterested. He testified that in March, 1929, he pre- 
pared designs and blueprints for the “New Yorker” lighter in the 
drafting department of the plaintiff, and such blueprints were pro- 
duced, dated March, 1929, and bearing the name “New Yorker.” 
These “New Yorker” lighters were placed on the market by the 
plaintiff in August, 1929. 

The defendants first placed on the market a “New Yorker” 
lighter in November, 1929. Claim is made that when the “West- 
minster” lighter was discontinued in February, 1929, it was fol- 
lowed by the “New Yorker” lighter; but there is no evidence of any 
sales by the defendants of any lighters under the name “New 
Yorker” before November, 1929, some months after the plaintiff's 
“New Yorker” appeared on the market. There is, in my opinion, 
no credible evidence to show that the lighters sold by the defend- 
ants under the No. 175, earlier in the year 1929, were sales of ‘““New 
Yorker” lighters. Certainly that name nowhere appears on the 
invoices or other documents which the defendants have produced 
in connection with those sales. Defendant Cunningham Products 
Corporation claims that it advertised its ““New Yorker” lighter as 
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early as April, 1929, while it is conceded that the plaintiff’s first 
public advertisement was in September, 1929. But, in the face of 
the fact that the defendant did not market its “New Yorker’ until 
seven months after this advertisement, and three months after 
plaintiff had marketed its “New Yorker,’ I consider the priority 
in advertising of slight probative value. It is not necessary to go 
the length of plaintiff's claim that the defendants in some unex- 
plained way surreptitiously obtained information early in 1929 
that the plaintiff was working on a new lighter, which it would call 
the “New Yorker,” and that thereupon the defendants, to forestall 
the plaintiff, inserted the advertisements in the April trade papers. 
Moreover, there seems to be no reasonable explanation, other 
than a purpose to imitate, for the adoption by the defendants of the 
name “New Yorker.” I do not believe the defendant Florman’s 
explanation that he happened to pass the New Yorker Hotel, then 
being erected, and that it occurred to him that that would be a good 
name for a lighter. There were plenty of other names the defend- 
ants could have adopted for their lighter than the exact name used 
by the plaintiff. No satisfactory reason appears for the use of this 
particular name among an almost unlimited choice. Lipson et al. 
v. Feigenbaum et al., 205 App. Div. 701, 200 N. Y. S. 183. 
Defendant Cunningham Products Corporation contends that 
there is no real competition between it and the plaintiff in the mar- 
keting of their respective lighters. It contends that its lighters and 
those of the plaintiff are not sold in the same stores, and that there 
is such a marked difference in the prices at which their respective 
products are sold that it is not likely that any one would buy the 
defendants’ products in the belief that he was buying the plaintiff's. 
The differences in prices are conceded. Thus the plaintiff's pocket 
lighter is sold to the consumer at an average price of $5 apiece, and 
its table lighter at about $10 apiece, whereas the defendants’ pocket 
and table lighters are sold at $1 apiece. There is evidence, how- 
ever, that a number of stores deal in both the plaintiff's and the 
defendants’ lighters, making possible deception of the public. An 
apt illustration of this is found in the act of the London Luggage 
Shop, which displayed in its window one of plaintiff's “Ronson-De- 
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light” lighters and one of defendants’ ‘“‘New Yorker” lighters, with 
a price tag of $1.95 between the two, with the obvious purpose of 
luring a purchaser into the store by the attractive appearance of 
the plaintiff's product and then seeking to palm off the defendants’ 
inferior product, of course, at a cheaper price. Plaintiff's ““Ronson- 
De-light” has never been sold at any such price as $1.95. 

The fact that defendants are selling their product at a cheaper 
price than the plaintiff’s is sold is no defense to the charge of un- 
fair competition. In selling their lighters at a considerably lower 
price, the defendants placed a strong temptation in the path of 
dealers to buy the defendants’ lighters and increase their profits 
by selling them to consumers desiring to purchase the plaintiff's 
higher price lighters. Yale § Towne Mfg. Co. v. Alder, 154 F. 37 
(C. C. A. 2d Cir.). 

There is evidence of other acts of unfair competition. The 
defendants’ use of boxes in which their lighters were sold, made of 
material similar in color and texture to those used by plaintiff; the 
defendants’ imitation of plaintiff's slogan in advertising its lighter ; 
the defendants’ representation in their literature and upon their 
product that the product was patented, and that the defendants 
were the sole manufacturers and patentees, when, in fact, the article 
was not patented—all point to a deliberate intent on the part of the 
defendants to take advantage of the plaintiff's good-will and to 
derive therefrom an undeserved profit. 


As to Atomizers 


The contentions of the parties, as to lighters, are in all re- 
spects paralleled by their respective claims concerning atomizers. 
Each party claims to have been the first to invent an automatic per- 
fume atomizer, in the appearance and shape of a lighter, as well 
as the first to advertise such atomizer and the first to place it on the 
market. Therefore, much that has been said concerning the parties’ 
claims and actions, in relation to lighters, will apply equally to 
their claims and actions in respect of atomizers. 

The plaintiff's and the defendants’ pocket atomizers are simi- 
lar in mechanical operation, and so strikingly similar in appearance 
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that, but for the cheaper quality of the outer covering of the de- 
fendants’ product, they may be said to be identical. There cer- 
tainly are no substantial differences between them which the casual 
purchaser would detect. That being so, it is important to deter- 
mine which of the parties first produced the atomizer, and whether 
the first producer had so far established a reputation for the prod- 
uct by the time the second producer came on the market as to en- 
title the first producer to protection against imitations. I am sat- 
isfied that, as between the plaintiff and the defendants, the plaintiff 
was the first producer of the atomizer, that the defendants’ is an 
imitation of the plaintiff's, and that the plaintiff’s atomizer had 
acquired such a reputation in the market as to entitle the plaintiff 
to protection against the defendants’ imitations. 

The plaintiff claims to have invented its atomizer prior to Sep- 
tember 15, 1928. On that date, plaintiff filed an application for a 
mechanical patent on its invention. This fixes at least September 
15, 1928, as the date of plaintiff's invention. Defendants claim 
that their employee Geiger invented an atomizer “many years be- 
fore May 1, 1929,” and they produce two models of their atomizer 
claimed to have been in existence before September 15, 1928. I 
am not satisfied with the proof in support of the defendants’ claim. 
In the first place, one of these models could not have been in ex- 
istence before September 15, 1928, since Florman testified that the 
body of the model was made out of a “Westminster” body, and the 
proof is conclusive that no “Westminster” lighter was produced by 
the defendant before September 15, 1928, so there could not have 
been a “Westminster” body before that date. In the second place, 
it is significant that, if defendants’ atomizer had in fact been in- 
vented “many years before May 1, 1929,” and if models thereof 
were in existence prior to September 15, 1928, no application for 
a mechanical patent on the defendants’ atomizer was made prior 
to June, 1929, some ten months after the plaintiff had filed such 
an application. I cannot draw from Weidner’s testimony the in- 
ference defendants seek to have me draw, that the plaintiff stole 
from Weidner the idea and the mechanical device of the atomizer. 

The plaintiff's atomizer came on the market either in Decem- 
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ber, 1928, or January, 1929, while the defendants’ did not come 
on the market till October or November, 1929. 

As in the case of the lighters, so as to atomizers, there is a 
question of similarity of names under which the parties sell their 
product. The plaintiff sells its atomizers under the name of “Perfu- 
Mist,” a registered trade-mark which plaintiff applied for in Jan- 
uary, 1929, and which was granted to it in August, 1929. At the 
time of the commencement of this suit, the defendants were selling 
their atomizer under the name “Perfumay.” It is not clear when 
defendants first adopted the use of that name. Their first adver- 
tisement of it was in September, 1929, and they applied for its reg- 
istration in October, 1929. In March, 1929, two months after 
plaintiff had applied for registration of its trade-mark ‘“Perfu- 
Mist,” and after plaintiff had been selling its atomizers under that 
name, the defendants adopted the name “Parfumist” for its in- 
tended atomizer, a note as to the approaching production of which 
it inserted in an advertisement in January, 1929. In March, too, 
defendants ordered 25,000 seals marked “Parfumist.” I am ac- 
cepting defendants’ claim that they never sold any atomizers under 
the name “Parfumist,’ but I find it difficult to accept the expla- 
nation that the adoption of that name was a mere inadvertence. 

On the whole case, I am of the opinion that both in respect of 
atomizers and lighters the defendants are guilty of unfair compe- 
tition, and that the plaintiff is entitled to relief. 


Lighter-Fuel 


There is no evidence that the defendants are manufacturing 
or marketing any lighter-fuel. They advertised that such a prod- 
uct would be offered by them for sale, but they abandoned all at- 
tempts to manufacture it. The plaintiff can, therefore, take no 
relief in respect of lighter-fuel. 


Affirmative Defense and Counterclaim 


At the conclusion of the trial, both sides moved for leave to 
amend their respective pleadings to conform the same to the proof. 
Such motions are now granted. 
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By such amendment of their amended answer, the defendants 
set up an affirmative defense of acquiescence on the part of the 
plaintiff to the manufacture and sale by the defendants of lighters 
under the trade-name “New Yorker.” This defense is based upon 
the contention that the plaintiff, through its subsidiary, New 
Process Metals Corporation, sold to the defendants flints which the 
defendants used in the manufacturing of their lighters, including 
the lighter which they sold under the name “New Yorker,” and 
that the plaintiff knew that the defendants were using the flints for 
that purpose. The claim is without merit. New Process Metals 
Corporation is not a subsidiary of the plaintiff. It is not owned 
or controlled by the plaintiff. The plaintiff owns no stock of New 
Process Metals Corporation, although some of the large stock- 
holders are, likewise, stockholders of New Process Metals Corpora- 
tion. There is no evidence that plaintiff acquiesced in the use by 
the defendants of flints purchased from New Process Metals Cor- 
porations in the manufacture of infringing articles. Even if plain- 
tiff itself had sold the sparking metal to the defendants, it would 
not follow that such sale would give to the defendants a license to 
add to the sparking metal other elements and thus manufacture an 
article infringing upon the plaintiff's rights. Westinghouse Electric 
& Mfg. Co. et al. v. Independent Wireless Tel. Co. et al. (D. C.) 
300 F. 748. 

In addition to this affirmative defense, the defendants also set 
up a counterclaim for injunctive relief against the plaintiff's use 
of the trade-marks ‘“Perfumizer” and “New Yorker,” claiming that 
the defendants had a prior right to the use of these trade-marks. 
For the reasons heretofore assigned, I find that this counterclaim 
has not been sustained by the defendants’ proofs. 

The defendants’ motions to dismiss are denied, with an excep- 
tion to each defendant separately. The defendant Florman, being 
practically the sole stockholder of Cunningham Products Corpora- 
tion and its president and general manager, is a proper party indi- 
vidually, if not as Irving Florman, doing business as Irving Flor- 
man Company, and should be subject to the injunction to be entered. 
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STANDARD O1LsHarEs, INc. v. STANDARD O1L Group, INc. 
(150 Atl. R. 174) 


Court of Chancery of Delaware 
April 2, 1930 






Trave-Marxs—Descrirtive Terms—Ricut tro Use. 
The prior adoption as a trade-mark or trade-name of words de- 
scriptive of the business or commodity will not, in the absence of a 
“secondary meaning” attaching thereto, give the appropriator any ex- 
clusive right therein, as against a later appropriator following the 

same business. 

Trape-Names—Unram Competrrion—Corporate Tirtes—“Sranparp Or 
SHarEs” anp “Sranparp Or Grovre’—“Stanparp Om Trust 
SHares’—anp “Trustee Stanparp Or SHares.” 

Defendant, by incorporating under the name “Standard Oil Group” 
and by advertising and selling shares of oil stock under the name 
“Standard Oil Trust Shares,” held not to be guilty of unfair compe- 
tition with plaintiff, which was incorporated, as Standard Oilshares” 
and sold similar stock under the name “Trustee Standard Oilshares.” 


In equity. Action for unfair competition. Bill dismissed. 


Charles F. Curlye, of Wilmington, Del., and John Sherman 
Myers, Frederick W. R. Pride, and Joseph A. Barrett (of 
Hughes, Schurman & Dwight), all of New York City, for 
complainant. 

Caleb S. Layton (of Richards, Layton & Finger), of Wilming- 
ton, Del., for defendant. 


Injunction Bill. The complainant was incorporated under the laws of 
this State on May 16, 1928. There are thirty-six companies familiarly 
known as the Standard Oil group, by which is meant that these companies, 
if not entirely, at least substantially constitute the units into which the old 
Standard Oil Company was broken by decree of the federal court filed 
in the anti-trust litigation which the United States instituted against that 
company some years ago. 

The business of the complainant is briefly as follows: It buys stocks 
in certain of the Standard Oil companies, deposits the stocks so purchased 
with a trustee in groups of 191 shares and receives therefor from the 
trustee certificates evidencing participating rights in the deposited Stand- 
ard Oil shares. Participating shares in the amount of 1,000 are issued by 
the trustee against each group of 191 Standard Oil shares deposited with it. 
Thus each participating share issued by the trustee entitles the holder to 
a one-thousandth interest in the group of 191 deposited oil shares. The 
companies whose shares may be purchased to make up the group or unit of 
191 are specifically designated in the trust agreement and on the participi- 
pating certificates, and the number of shares of each company that may be 
bought is likewise specifically designated. The companies which are desig- 
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nated number thirty-one out of the total of thirty-six of the so-called Stand- 
ard Oil group. The participating certificates are named on the face by the 
complainant, and traded in on various exchanges, as “Trustee Standard 
Oilshares.” The “Trustee Standard Oilshares” are sold to the investing 
public and a market in them is maintained by the complainant. 

The complainant first marketed its “Trustee Standard Oilshares” in 
July, 1928, but sales were in no considerable volume until August, 1928. 
The bill was filed July 31, 1929, by which time the complainant had sold 
in twenty-five states of the Union through 171 dealers and distributors, 
7,000 registered certificates and 6,500 bearer certificates calling for 577,500 
participating shares having a market value of $6,800,000; and the com- 
plainant had spent $30,000 in advertising its business and upwards of 
$126,000 in its organization and development. 

The defendant was incorporated February 28, 1929, by George G. 
Norris, who had previously been chairman of the board of directors of the 
complainant and who had severed his connection with the complainant 
in the preceding December. The defendant’s business is similar to that 
of the complainant. Mutatis mutandis, its certificate of incorporation is 
identical with the complainant’s. Instead, however, of confining its pur- 
chases and trust deposits of Standard Oil stocks to only thirty-one of the 
companies in the Standard Oil group, the defendant purchases and deposits 
with a trustee stocks in all thirty-six of the companies in that group. The 
participating shares which the defendant markets and deals in are de- 
scribed and known as “Standard Oil Trust Shares,” and, because of the 
grouping of their underlying securities, sell for slightly less than do the 
“Trustee Standard Oilshares” of the complainant—about one dollar less. 
The defendant first marketed its “Standard Oil Trust Shares” in June of 
1929. It appears not to have done a very large volume of business for the 
reason, according to its president, that the panic of last autumn interrupted 
its progress. 

The bill seeks to enjoin the defendant from using the corporate name 
“Standard Oil Group Inc.,” from issuing, selling, advertising or otherwise 
dealing in “Standard Oil Trust Shares,” or from designating its trust 
shares by any name similar to “Trustee Standard Oilshares,” used by the 
complainant, and for an accounting. 


Tue Cuance tor: This is a bill to restrain unfair competition. 
The complainant and defendant are engaged in a similar business. 
Each conducts an investment trust of the fixed type. Each sells to 
the public participating shares in Standard Oil stocks which are 
deposited with a trustee under an elaborate trust agreement defin- 
ing the rights of the participating owners. The participating shares 
are evidenced by certificates. The complainant whose corporate 
name is Standard Oilshares, Inc., sponsors and markets partici- 
pating certificates which it calls Trustee Standard Oilshares; the 
defendant, whose corporate name is Standard Oil Group, Inc., 
sponsors and markets participation certificates which it calls Stand- 
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ard Oil Trust Shares. In all essential respects both companies are 
engaged in marketing a commodity, the commodity not being a 
physical thing, but an intangible thing in the form of rights or par- 
ticipations. The commodities while similar are not the same, for 
while both sell participating shares in Standard Oil stocks, yet in 
the portfolio which contains the underlying securities of the com- 
plainant’s commodity only thirty-one of the Standard Oil group 
are represented, whereas in the portfolio which contains the under- 
lying securities of the defendant’s commodity all of the thirty-six 
companies in the Standard Oil group are represented. It is mani- 
fest that the price at which the trust shares may be marketed and 
traded in is influenced by the character of the grouping of the stocks 
which underlie them. This is why it is that the defendant's Stand- 
ard Oil Trust Shares sell at a lower price than the complainant's 
Trustee Standard Oilshares. The circumstances, however, that the 
defendant has so devised a grouping of Standard Oil Stocks that 
participations therein sell more advantageously than do the par- 
ticipations in the grouping devised by the complainant, does not 
seem to me to be of any moment in considering the question of 
whether the defendant is guilty of unfair competition, for if the 
defendant otherwise has the right to continue to do the business 
it does under the names it uses, I know of no principle by which it 
would be compelled to work out its price ranges on a parity with 
the complainant’s. This is especially so when it is to be remem- 
bered that the portfolios of the defendant are constituted differ- 
ently from those of the complainant, and the things sold are, there- 
fore, different in character. I am unable, therefore, to attach any 
significance to the mere marketing of its securities by the defend- 
ant below those of the complainant, as the solicitors for the com- 
plainant seem disposed to do. 

The substantial questions in this case have to do with names. 
The first question is whether or not in view of the nature of the 
business conducted by the parties, the defendant has chosen a name 
for its so-called commodity, viz., Standard Oil Trust Shares which 
is so close an imitation of the name of the complainant’s com- 
modity, viz., Trustee Standard Oilshares, as to warrant a court of 
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equity in restraining the use of such name in competition with the 
defendant. The second question is whether the defendant has a 
right to use the corporate name Standard Oil Group, Inc., in carry- 
ing a business similar in its general outlines to the business car- 
ried on by the complainant under the corporate name of Standard 
Oilshares, Inc., prior to the defendant’s existence. In other words, 
has the defendant unlawfully imitated the corporate name of the 
defendant? These questions will be considered in the order of 
their statement. 

First, then, as to the names of the rival securities. It is ele- 
mentary that the law of unfair competition will not permit one 
person to adopt any name, mark or device which will enable him to 
pass off his goods as those of another, or which may be reasonably 
calculated to mislead the public into confusing the origin of the 
defendant’s goods with the origin of the complainant’s. 

But there are certain qualifications of this elementary prin- 
ciple which are as well settled as the principle itself. When it is 
said that no man may use another’s name or mark, the converse 
connotation is that the present user of such name or mark has an 
exclusive trade right to its enjoyment. Where the right to such 
exclusive use is recognized, to that extent an approach to a monop- 
oly is countenanced. But so valuable does the law consider the busi- 
ness which an individual has built up and identified with a name, 
mark or device at the expenditure of much time, labor and money, 
and which is the sign-manual of a particular quality or superior 
excellence of product attributable to the producer’s efforts, that 
notwithstanding the general policy of the law which abhors 
monopoly and favors the freedom of competition, any attempt by 
another to take away the business by imitating the name of its 
owner or by simulating his distinctive marks, will be enjoined. 
While the individual thus has rights to the use and enjoyment of 
a name which are to the exclusion of the public, the latter in turn 
has certain rights to names which no individual may pre-empt. 
Names that are descriptive of articles, things or occupations, names 
that are purely geographical, are names that are the common prop- 
erty of all men, and the law will not recognize the right in any 
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individual, except under unusual circumstances, to appropriate unto 
himself to the exclusion of every one else the use of such names in 
his business. This principle was stated in Drugs Consolidated v. 
Drugs Incorporated (Del. Ch.) 144 A. 656, without the support- 
ing citation of authorities. The following are a few of the cases 
which may be referred to as fully supporting it: Standard Paint 
Co. v. Trinidad Asphalt Co., 220 U. S. 446, 31 S. Ct. 456, 55 L. 
Ed. 536 [1 T.-M. Rep. 10]; Shaver et al. v. Heller §& Merz Co. 
(C. C. A.) 108 F. 821, 65 L. R. A. 878; Goodyear’s India Rubber 
Glove Mfg. Co. v. Goodyear Rubber Co., 128 U. S. 598, 9 S. Ct. 
166, 32 L. Ed. 5385; Howe Scale Co. v. Wyckoff, Seamans & Bene- 
dict, 198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972; Hygeia, etc., Co. 
v. N. Y. Hygeia Co., 140 N. Y. 94, 35 N. E. 417; Elgin Butter Co. 
v. Elgin Creamery Co., 155 Ill. 127, 40 N. E. 616; Eastern Con- 
struction Co. v. Eastern Engineering Corp., 246 N. Y. 460, 159 
N. E. 397 [18 T.-M. Rep. 122]; Driverless Car Co. v. Glessner- 
Thornberry Driverless Car Co., 83 Colo. 262, 264, P. 653 [18 T.-M. 
Rep. 208]; Drive It Yourself Co. v. North et al., 148 Md. 609, 130 
A. 57 [16 T.-M. Rep. 59]; Title §& Mtg. Guarantee Co. v. Louisiana 
etc., Co., 143 La. 900, 79 So. 529; Upjohn Co. v. Wm. S. Merrell 
Chem. Co. (C. C. A.) 269 F. 209 [11 T.-M. Rep. 87]. The unusual 
circumstance that works an exception to this general rule consists 
in the fact that by public acquiescence the complainant has so ap- 
propriated the common name or descriptive term as to give it a 
secondary meaning identifiable with the complainant. Cases dem- 
onstrating this exception need not be cited, because the instant one 
does not fall within their class. On the point that descriptive terms 
cannot be appropriated to the exclusion of the public in the absence 
of a showing of such secondary meaning, the case of Edward G. 
Budd Mfg. Co. v. C. R. Wilson Body Co. (D. C.) 7 F. (2d) 746 
[15 T.-M. Rep. 521], seems to run counter to the overwhelming 
weight of authority, in which is to be found Upjohn Co. v. Wm. 8S. 
Merrell Chem. Co., supra, decided in the Circuit Court of Appeals 
of the same circuit in which the District Court is located that de- 
cided the Edward G. Budd Mfg. case. The latter case, on the point 
now under consideration, cannot be accepted as persuasive. Of 
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course if in that case the element of express fraudulent intent 
actuated the defendant, as the court may have thought from its 
reference to the defendant’s wrongful acts, the case would stand 
on a different footing, and might be reconcilable with the weight 
of authority. 

The general principle established by the cited cases is appli- 
cable here, for the name which the complainant attaches to its cer- 
tificates is purely descriptive of the article sold. So also is the 
name which the defendant attaches to its certificates. In recent 
years the business of promoting investment trusts of various types 
has rapidly grown in this country. For courts to ignore the fact 
would be for them to close their eyes to what is common knowledge. 
Some of these trusts are general in character, leaving to the mana- 
gers a wide discretion in the choice of the securities that may be 
taken into the portfolio. Others of the fixed type, such as those 
now before the court, restrict the holdings to shares of a definite 
kind and limit the number of each that may be held in a unit. There 
are investment trusts that hold only bank shares, others that hold 
insurance shares and some that go in for oil shares generally. The 
parties in this cause have chosen to confine their activities to oil 
shares of a specific kind which are familiarly known on the street 
as Standard Oil stocks. The names given to their certificates are 
in every sense of the word descriptive of the thing they represent. 
To say that because the complainant was the first to describe its 
commodity by words indicating that it was a share or interest in 
Standard Oil stocks that had been purchased and were held in trust 
for the certificate owners, no one else could enter a similar business 
and designate his commodity by appropriate words descriptive of 
the article sold, would be to allow to the complainant a monopolistic 
position in the business of selling trust participations in the Stand- 
ard Oil stocks. That would appear to be unjustified, for the reason 
that there is nothing in the nature of the investment trust business 
in general, nor in the Standard Oil group of stocks in particular, 
that is not open to the financing enterprise of all men. It is as 
much the right of one man as another to embark upon the business 
of promoting investment trusts in the Standard Oil group of stocks 
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and letting the public know by appropriately descriptive words 
that such is his business. The difficulty in the complainant’s posi- 
tion is this, that it has seen fit to adopt a name for its commodity 
which is purely descriptive of that which every one else has a right 
to deal in. The name contains no distinguishing feature nor any 
background of history that indicates that the certificates it sells 
emanate from it alone. The case of Shaver v. Heller & Merz Co., 
supra, is of particular pertinency in the present connection. In that 
case the terms “Ball blue” and “Wash blue” were held to be per- 
fectly descriptive of the articles they described; that the defendant 
had as much right to describe its product by those phrases as had 
the complainant, but that inasmuch as the complainant had estab- 
lished for its brands of “American Wash Blue” and “American Ball 
Blue” a reputation among the trade as a ball blue and wash blue of 
its own particular make and had built up a profitable business for 
itself under those marks, the defendant should be enjoined from 
using the word “American” in competition with the complainant's 
trade. In that case the word “American” notwithstanding its geo- 
graphical character generally exempted it from appropriation by 
any one, was, by reason of a secondary meaning which the com- 
plainant’s business had attributed to it when associated with “ball 
blue” and “wash blue,” held to be a distinguishing part of the com- 
plainant’s trade-mark and as such entitled to be protected from use 
by the defendant. 

Had the complainant attached to the descriptive words of its 
article some distinguishing feature and by reason thereof estab- 
lished a reputation for the same as emanating from it, even though 
such distinguishing feature were generally not subject to exclusive 
proprietorship, its case would be different and under the principle 
of Shaver v. Heller §& Merz Co., supra, the defendant would be en- 
joined if it undertook to imitate such distinguishing feature, though 
its right to use the purely descriptive part of the name would not be 
interfered with. But such is not the situation. The complainant 
chose to confine the title of its article to language purely descriptive 
of it, and the article is such that any one as well as the complainant 


is free to deal in and describe in appropriately apt language. 
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I find it unnecessary to review the many cases cited by the 
complainant in the present connection. Those of them that concern 
registered trade-marks are manifestly beside the point, for where 
a mark is registered, the owner of it enjoys an exclusive property 
in the mere mark. The remaining cases are either cases where 
statutes were involved and hence were decided aside from the prin- 
ciples of unfair competition; or were cases where the evidence 
clearly showed that the complainant’s use of generally non-appro- 
priable names was protected because a secondary meaning had be- 
come attached to those names whereby the public had come to 
identify the complainant’s goods by them. That is not the case 
here. 

The complainant urges that confusion is bound to exist in the 
mind of the investing public between the identity of the complain- 
ant’s certificates and those of the defendant, and has introduced 
some evidence which it contends demonstrates the actual existence 
of such confusion. I am not greatly impressed by such evidence. 
Such confusion, if it exists, is not such as thus far amounts to a 
passing off of the defendant's certificates as those of the defendant. 
This is conceded by the solicitors for the complainant on their brief, 
for they admit that no evidence of passing off is shown. 

The complainant contends that the defendant deliberately 
chose the name for its certificates which it did with the express 
design and purpose of pirating the complainant's business. The 
evidence adduced in support of this contention is, aside from the 
choice of names for the defendant and its certificates, this—that 
the defendant grouped the standard oil holdings in its units so as 
to make them sell at a cheaper price ( a circumstance that I have 
already rejected as of any moment) and that the defendant copied 
in hee litera the complainant’s charter. The latter circumstance 
seems to me to be of no significance. I am aware that in Phila. 
Trust, etc., Co. v. Philadelphia Trust Co. (C. C.) 123 F. 534, and 
in Liberty Life Assurance Soc. v. Heralds of Liberty, 15 Del. Ch. 
369, 188 A. 634, 638, a similar circumstance was noted. With re- 
spect to the Philadelphia Trust Co. case, I do not see why the copy- 
ing of the complainant’s charter by the defendant should have been 
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allowed any weight by the court in reaching a conclusion adverse 
to the defendant, because the copied charter was very much in the 
form that any concern would have to adopt if it desired to engage 
in that type of business, as it had a perfect right to do. I doubt 
if Judge Bradford in deciding that case meant to lay much em- 
phasis on that phase of the facts. The important feature of that 
case was the exact copying by the defendant of the name by which 
the complainant had been long and familiarly known. In the Her- 
alds of Liberty case, however, the copying of the complainant's 
charter was of more significance because by such copying the de- 
fendant, quoting from the opinion, “faithfully borrowed from the 
complainant its scheme of organization and its classes of officers 
and the exact nomenclature descriptive of each.” This fact had 
some tendency to show that the defendant in copying the complain- 
ant’s charter was doing something more than to merely set itself 
up in the same line of business as the complainant. 

Here, however, there is no such inference to be drawn from 
the defendant’s act in copying the complainant’s charter. The 
charter of each of these parties has no significance beyond being 
a mere definition of corporate powers and an expression of cor- 
porate objects and purposes, which any group of incorporators are 
at liberty to adopt. The complainant’s charter has nothing pecu- 
liar in it that identifies its contents with the complainant so as to 
make it a fraud for any one else to copy it. Furthermore, the cor- 
porate charters of concerns such as those we are here dealing with 
are not ordinarily circulated for public inspection and their con- 
tents are never displayed in such way as to constitute a basis for 
the erection of a trade-name or a good-will. No harm is done to 
any corporation of any of the ordinary business types by having 
its corporate powers, objects and purposes copied by another. The 
adopted names are the important and significant features to which 
the public looks for identification of the corporations and the trade- 
marks and brands are the things looked to for identification of the 
product’s origin. 

The defendant’s certificates have a name which is not identical 
with the complainaut’s. The one is “Standard Oil Trust Shares,” 
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the other “Trustee Standard Oilshares.” Both names convey the 
idea that the purchaser of a certificate will hold an interest in 
Standard Oil stocks that have been deposited with a trustee, but 
the grouping of the words is different. In the case of the complain- 
ant’s name we find a composite word “Oilshares,” absent from the 
defendant's; in the complainant’s we find the word “trust,” in the 
defendant’s “trustee”; “‘shares” is common to both as is “Stand- 
ard’; while “Oil” and “shares” are joined together in the com- 
plainant’s name, the same words are separated in the defendant’s 
name by the word “‘trust.”” Thus, while the same idea is conveyed 
by both, the choice of words and their sequence is different. If 
the defendant’s certificates were named in the identical language of 
the complainant’s, I express no opinion upon whether injunctive 
relief should be afforded. Of this, however, I am quite clear, that 
if the complainant chose to give to its certificates a name that was 
purely descriptive of a commodity which any one else was as much 
at liberty to sell as was the complainant, and chose to omit from 
the name everything of a non-descriptive nature, it is not in a 
position to successfully complain if the defendant enters the open 
field and differentiates its commodity to the degree the defendant 
has. 

It is next in order to take up the second and last contention 
which is that defendant’s corporate name is an unlawful imitation 
of the complainant’s name. 

When the complainant and the defendant were incorporated 
the law of this state provided that a corporation in the selection 
of its name shall chose one that “shall be such as to distinguish it 
from any other corporation engaged in the same business, or pro- 
moting or carrying on the same objects or purposes in this state.” 
Revised Code 1915, § 1919. The cases of Drugs Consolidated, 
Inc. v. Drugs Incorporated (Del. Ch.) 144 A. 656, 657, and Dela- 
ware Charter Co. v. Delaware Charter Service Co. (Del. Ch.) 144 
A. 659, were decided while this statute was in force. Since those 
cases were decided, the statute has been amended by Act approved 
March 22, 1929 (36 Del. Laws c. 135) so as to make it read as 
follows: ‘Shall be such as to distinguish it upon the records in the 
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office of the Secretary of State from the names of other corpora- 
tions organized under the Laws of this State.” 

The statute as now amended is the law and no corporation 
theretofore created can rest any rights on the statute as it formerly 
existed. This is for two reasons, first, all corporate charters are 
held subject to amendment of the act, and secondly, the statute as 
it formerly existed did not assume to confer any vested rights in a 
name when chosen. It simply undertook to place an inhibition on 
corporations subsequently created. It still imposes an inhibition, 
but the scope of it is very much narrowed. Now, the only statutory 
restriction in the choice of a name is that it must be distinguishable 
on the records in the office of the Secretary of State. I suppose, 
though it is not necessary to say so, that the question of distinguish- 
ableness would rest largely in the secretary’s discretion. 

The present state of the law is then that in a matter involving 
the rivalry of corporate names, judicial cognizance of the contro- 
versy is not amplified by statutory provisions as was formerly the 
case (Drugs Consolidated v. Drugs Incorporated, supra), but rests 
solely in the field of general law dealing with unfair competition. 

The instant case, therefore, in that phase of it which we are 
now considering, as in the other phase, is to be decided in the light 
of those same general principles which govern in unfair competition 
cases, and which to the extent necessary have already been dis- 
cussed. What I have already said applies to this branch of the case. 
As the names of the commodities sold by the respective parties are 
not identical, so also the names of the corporations are not identi- 
cal. The complainant’s corporate name is “Standard Oilshares, 
Inc.,” and that of the defendant is “Standard Oil Group, Inc.” 
The same considerations which lead me to conclude that whatever 
similarity of commodity names there might be said to exist was not 
sufficient in the light of the general principles that prevail in the 
law of unfair competition to restrain the use by the defendant of 
its commodity name, lead me similarly to conclude that the defend- 
ant should not be enjoined from using its corporate name. Indeed, 
there is less reason to issue an injunction against use by the de- 
fendant of its corporate name, for the reason that the thing which 
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circulates before the public is the certificate-commodities, the cor- 
porate sponsors remaining in the comparative background. 

In the case of American Steel Foundries v. Robertson, 269 
U. S. 372, 46 S. Ct. 160, 162 [13 T.-M. Rep. 289], 70 L. Ed. 317, 
the Supreme Court of the United States said: 


“Whether the name of a corporation is to be regarded as a trade- 
mark, a trade-name, or both, is not entirely clear under the decisions. 
To some extent the two terms overlap, but there is a difference, more or 
less definitely recognized, which is that, generally speaking, the former 
is applicable to the vendible commodity to which it is affixed, the latter 
to a business and its good-will. . . . A corporate name seems to fall more 
appropriately into the latter class. But the precise difference is not often 
material, since the law affords protection against its appropriation in either 
view, upon the same fundamental principles. The effect of assuming a 
corporate name by a corporation under the law of its creation is to ex- 
clusively appropriate that name.” 


A corporate name being thus categorized as either a trade- 
name or trade-mark, more properly the former, the right to the 
exclusive use of such a name is to be tested, as before indicated, 
by the principles which govern in the law of unfair competition. 
One cannot by the device of a corporate title dignify a non-appro- 
priable common or descriptive name with some sort of exclusiveness. 
Speaking of such common articles as wine, cotton and grain, Mr. 
Justice Field in Goodyear’s India Rubber, etc., Co. v. Goodyear 
Rubber Co., 128 U. S. 598, 9 S. Ct. 166, 167, 32 L. Ed. 535, said: 

“Names of such articles cannot be adopted as trade-marks, and be 
thereby appropriated to the exclusive right of any one; nor will the incor- 


poration of a company in the name of an article of commerce, without 
other specification, create any exclusive right to the use of the name.” 


This court in Drugs Consolidated v. Drugs Incorporated, 
supra, recognized the same principle in the following excerpt: 


“Many cases are cited by the defendant to the effect that if a name 
is such that the general law applicable to unfair competition will not recog- 
nize it as the subject of exclusive proprietorship, it cannot be made to 
acquire the quality of exclusiveness by merely embodying it in a corporate 
title. Among such cases, citing only a few, are the following: Title § 
Mortgage Guarantee Co. v. Louisiana Abstract & Title Guarantee Co., 143 
La. 900, 79 So. 529; Hygeia Water Ice Co. v. N. Y. Hygeia Ice Co., Ltd., 
140 N. Y. 94, 35 N. E. 417; Driverless Car Co. v. Glessner Thornberry 
Driverless Car Co., 83 Colo. 262, 264 P. 653 [18 T.-M. Rep. 208]; Elgin 
Butter Co. v. Elgin Creamery Co., 155 Ill. 127, 40 N. E. 616; Eastern Con- 
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struction Co., Inc. v. Eastern Engineering Corp., 246 N. Y. 460, 159 N. E. 
397 [18 T.-M. Rep. 122]. That the rule expressed by these cases is the 
law cannot be doubted.” 

With respect to the corporate names here involved, they both 
are typically descriptive. They describe either a business which 
the corporations are engaged in or the commodity they propose to 
create and sell, and there is nothing about either the business or the 
commodity, as I have before stated, which can be said to be open 
to the exclusive proprietorship of any one in particular. The titles 
in only a lesser degree are similar to such titles as Wine Company, 
Cotton Company and Grain Company which Mr. Justice Field 
in the case cited from 128 U. S. referred to as being titles that no 
corporation could pre-empt except in connection with some other 
specification, that is to say, as I understand his meaning, except in 
connection with some distinguishing feature. 

The names are not identical in their grouping of words. Being 
descriptive as they are, for the reasons before given, the prior name 
has no right to an enjoyment of its descriptive field to the exclusion 
of the later one. 

The bill will be dismissed, costs on the complainant. Let a 
decree be prepared accordingly. 


Horuick’s Mattep Mitk Corp. v. Horivck’s, INc. 
United States District Court, Western District of Washington 
June 27, 1930 


Unram Competition—Svuit—Decerrion or Purcuasers—INTENT. 

It is not necessary that plaintiff prove defendant’s actual intent 
to mislead buyers to defendant’s profit and plaintiff’s loss, as men are 
presumed to intend the natural consequences of their voluntary acts. 

Trave-Marxs—“Horuick’s”—Seconpary MEANING. 

The name “Horlick’s” held to have acquired a secondary meaning 

as indicating exclusively the malted milk put out by the plaintiff. 
Unram Competirion—Ricut to Own Name. 

Defendant held to have right to use the name “Horluck” in its 
business and to so advertise it, provided it does all that reason and 
equity require to avoid confusion resulting from its similarity to 
plaintiffs name “Horlick,” and, if confusion then results, plaintiff has 
no remedy. 
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Unrain Competirion—Svuit—Form or INJUNCTION. 

In a suit to restrain use of the name “Horluck’s” and the words 
“Malted Milk” in connection with the sale of malted milk by defendant, 
the latter was permitted to use its own name, but restrained from the 
use of the words “Horluck’s Malted Milk Shops” in connection there- 
with. Moreover, a decree was entered for an accounting, but plaintiff’s 
prayer for triple damages was denied. 


In equity. Action for unfair competition. Decree granted in 
part. 


Edward S8. Rogers, Allen M. Reed, William T. Woodson, all 
of Chicago, Ill., and Palmer, Askren & Brethorst, of 
Seattle, Wash., for plaintiff. 

C. A. Reynolds, Harry Ballinger and George M. Boldt, all of 
Seattle, Wash., for defendant. 


Plaintiff, Horlick’s Malted Milk Corporation, sues the defend- 
ant, Horluck’s, Inc., alleging that plaintiff's predecessor caused the 
registration in the United States Patent Office of the word “Hor- 
lick’s” as a trade-mark. It is also shown that it caused the regis- 
tration of the word “‘Horlick” as a trade-mark under the statute of 
the State of Washington. 


It is alleged that both of said registrations are now the prop- 
erty of the plaintiff; that plaintiff manufactures, among other 
products, malted milk; that plaintiff and its predecessors have con- 
tinuously used the name “Horlick’s” as the trade-mark and desig- 
nation of such malted milk so that the word “Horlick’s’”—particu- 
larly in connection with malted milk—means and is understood to 
mean the goods of the plaintiff only. 


The following is a part of the defendant’s amended answer: 


“but defendant admits that for a few years last past plaintiff has adver- 
tised its malted milk under the term, Horlick’s Malted Milk, and that it 
has built up a wide and extensive trade, and that the name, Horlick’s 
Malted Milk, is well-known as identifying plaintiff’s goods and has a val- 
uable reputation, and long before any acts of defendant in said bill of 
complaint complained of the name, Horlick’s Malted Milk, has meant and 
was understood to mean generally throughout the United States, including 
the City of Seattle and the State of Washington, the plaintiff's products 
and no other; but defendant has no knowledge or information sufficient 
to form a belief as to whether or not the name, Horlick’s, alone, has had 
any secondary meaning, or any meaning, as designating plaintiff’s prod- 
ucts.” 
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In the complaint it is further alleged that in 1928 the defend- 
ant, first under the name “Horluck’s Malted Milk Shop, Inc.,” 
began the operation of a series of shops in the city of Seattle under 
the name of “Horluck’s Malted Milk Shops,” displaying the words 
“Horluck’s Malted Milk’’ conspicuously on signs in front of such 
shops and in advertising matter and material used in connection 
therewith; that defendant is about to extend its business into other 
states than the State of Washington; that the principal merchandise 
dispensed by it is malted milk; that the word “Horluck’s,” is a col- 
orable imitation of plaintiff's registered trade-mark ‘‘Horlick’s’” and 
an infringement thereof and is used by the defendant in connection 
with merchandise of the same descriptive properties as those set 
out in the plaintiff’s registration; that the use by the defendant of 
the word “Horluck’s” as a trade-mark and business style in con- 
nection with its business and on the products sold by it is calcu- 
lated to and does represent that the defendant’s shops are operated 
by the plaintiff and that the goods sold by the defendant are either 
manufactured by or connected in some way with the plaintiff; that 
the public fails to distinguish between “Horluck’s” and “Horlick’s”’ 
and is confused and misled and deceived with the result that the 
good-will built up by the plaintiff is being diverted by the defend- 
ant to its own benefit. 

The plaintiff prays that defendant be enjoined from using in 
connection with the advertising, offering for sale or sale of malted 
milk or any merchandise of substantially the same descriptive prop- 
erties, the word “Horlick’s,”’ ‘Horluck’s” or any colorable imi- 
tation thereof; from using in connection with its retail establish- 
ments or otherwise, the words “Horluck’s Malted Milk Shops,” or 
any word or name which may be calculated to induce the belief that 
the plaintiff is operating said shops or is connected in any way 
therewith or that the defendant is dispensing plaintiff's product. 

Plaintiff also prays an accounting for profits realized by de- 
fendant from the infringement and that the profits and damages 
be trebled. 
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Plaintiff cites: Federal Act of February 20, 1905 (Title 15, U. S. C. A., 
Sec. 81 et seq.); Florence Mfg. Co. v. J. C. Dowd §& Co., 178 Fed. 73, 75 
{1 T.-M. Rep. 89]; Juvenile Shoe Co. v. Federal Trade Commission, 289 
Fed. 57 [13 T.-M. Rep. 300]; Orr Ewing v. Johnson, 7 A. C. 230; G. Heile- 
man Brewing Co. v. Independent Brewing Co., 191 Fed. 489 [2 T.-M. Rep. 
47]; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 412 [6 T.-M. Rep. 
149] Burgess v. Burgess, 3 De C. M. & G. 896 904; Powell v. Birmingham 
Vinegar Brewery Company, A. C. 710, 14 R. P. C. 720, 727; A. G. Spald- 
ing & Bros. v. A. W. Camage, Ltd., 84 L. J. Ch. 449, 113 L. T. 198, 32 R. P. 
C. 273, 534; Del Monte Special Food Co. v. California Packing Company, 
34 Fed. (2d) 774-775 [19 T.-M. Rep. 443]; Auto Acetylene Light Co. v. 
Prest-O-Lite Co., 264 Fed. 810, 813 [10 T.-M. Rep. 320]; Meriden Co. v. 
Parker, 39 Conn. 450; Singer Co. v. Wilson, L. R. 3 App. Cas. 376; McCann 
v. Anthony, 21 Mo. App. 83; P. & S. 1054, 1061; Godillot v. American Gro- 
cery Co., 71 Fed. 873, 874; Saixe v. Provezende, L. R. 1 Ch. App. 192, 194; 
Scriven v. North, 134 Fed. 366, 379; Liggett v. Hynes, 20 Fed. 883, 884; 
Cauffman v. Schuler, 123 Fed. 205; Pinte v. Badman, 8 R. P. C. 183; Mela- 
chrine v. Melachrino, 4 R. P. C. 215, 223; Battle v. Finlay, 45 Fed. 796, 
798; Liebig’s Extract of Meat Co. v. Chemists Co-Op. Co., 13 R. P. C. 
635; C. A. 13 R. P. C. 736, 737; The Upper Assam Tea Co. v. Herbert & 
Co., 7 R. P. C. 188, 185; Celluloid Co. v. Cellonite Co., 32 Fed. 94; Amos- 
keag v. Spear, 2 Sandf. 599; Pillsbury v. Pillsbury, 64 Fed. 841, 847; Wirtz 
v. Eagle Bottling Co., 24 At. 658, 659; Centaur v. Robinson, 91 Fed. 889; 
Draper v. Skerrett, 116 Fed. 206, 209; McLean v. Fleming, 96 U. S. 254; 
Powell v. Birmingham, 13 R. P. C. 235, 258; Godillot v. American Grocery 
Co., 71 Fed. 873, 874; Blackwell v. Armistead, 3 Hughes 163; 1474 F. C. 
546; Gorham Co. v. White, 14 Wall. 511; Potter v. Miller, 75 Fed. 656; 
Regis v. Haynes, 70 N. E. 480, 481; Fairbank v. Bell, 77 Fed. 869, 871; 
Colman v. Crump, 70 N. Y. 576, 578; Somerville v. Schembri, 4 R. P. C. 
179, 183; Ohio Baking Co. v. National Biscuit Co., 127 Fed. 116, 120; Board- 
man v. Britannia Co., 35 Conn. 402; Drummond Co. v. Addison, 52 Mo. 
App. 10; Steinway v. Henshaw, 5 R. P. C. 77; Cauffman v. Schuler, 133 
Fed. 205, 206; McCann v. Anthony, 3 East Rep. 436; 21 Mo. App. 83; 
Fairbank v. Luckel, 102 Fed. 327, 332; Von Mumm v. Frash, 56 Fed. 830; 
Swift v. Dey, 4 Robt. 611; R. Cox, 319, 321; Lanahan v. Kissell, 135 Fed. 
899, 902; Frazer v. Nethersole, 4 Kyshe 269, 273; Robinson v. Storm, 52 
S. W. 880, 882; 103 Tenn. 40; Kinnell v. Ballantine, 27 R. P. C. 185, 190; 
Kinney Co. v. Maller, 6 N. Y. S. 389; Bissell v. Bissell, 121 Fed. 359, 366; 
Stuart v. Stewart, 91 Fed. 243, 245; Western Grocer Co. v. Caffarelli Bros., 
108 S. W. 413, 415; Birmingham Small Arms Co. v. Wahl, 24 R. P. C. 27, 
31; Paris Medicine Co. v. Hill, 102 Fed. 148, 151; Kostering v. Seattle 
Brewing Co., 116 Fed. 620; International Silver Corp. v. Rogers, 60 Atl. 
187, 188; Little v. Kellam, 100 Fed. 353, 354; Cantrell v. Butler, 124 Fed. 
290; Scriven v. North, 134 Fed. 366, 379; Hostetter v. Adams, 10 Fed. 838; 
P. S. 605; Centaur Co. v. Link, 49 Atl. 826, 830; Wellman v. Ware, 46 Fed. 
289; Barsalou v. Darling, 9 Sup. Ct. Rep. 677, 3 Can. Com. L. R. 71, 102; 
Enterprise v. Landers, 124 Fed. 923, 928; Thorley v. Massam, 42 L. T. 
(N. S.) 851, 857; Draper v. Skerritt, 116 Fed. 206, 212; Colman v. Crump, 
70 N. Y. 573, 578; Brown v. Seidel, 153 Pa. 74 (25 Atl. 1064); Dizon v. 
Guggenheim, 2 Brews. 321; R. Cox 559, 563; In re U. S. Mercantile Rep. 
Co., 21 N. E. 1034; Clement v. Meddick, 1 Giff. 98; 65 Fed. Reprint 841, 
842; Jenkins Bros. v. Kelly §& Jones, 227 Fed. 211 [6 T.-M. Rep. 53]; 
Brooklyn White Lead Co. v. Masury, 25 Barb. 416 R. Cox, 210; Williams 
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v. Brooks, 50 Conn. 278, P. & S. 654, 659; National Biscuit Co. v. Swick, 
121 Fed. 1007; 127 Fed. 116; Gulden v. Chance, 182 Fed. 208; National 
Water Co. v. O’Connell, 159 Fed. 1001; 161 Fed. 545; Old Dominion Bever- 
age Co. v. The Coca-Cola Co., 271 Fed. 600 [11 T.-M. Rep. 128]; Heilman 
Brewing Co. v. Independent Brew. Co., 191 Fed. 489 [2 T.-M. Rep. 47]; 
Reynolds v. Allen, 151 Fed. 819; National Biscuit Co. v. Baker, 95 Fed. 
135; Cuervo v. Owl Cigar Co., 68 Fed. 541; Enoch Morgan’s Sons v. Whit- 
tier, 118 Fed. 657; Saxlehner v. Kisner, 179 U. S. 19, 41; Wonder Mfg. Co. 
v. Block et al., 249 Fed. 748 [8 T.-M. Rep. 296]; Wilson v. Best Foods 
Company, 300 Fed. 484 [15 T.-M. Rep. 179]; Wolf Bros. v. Hamilton 
Brown Shoe Co., 240 U. S. 251 [6 T.-M. Rep. 169]; Coca Cola Co. v. Koke 
Co., 254 U. S. 143 [10 T.-M. Rep. 441]; Coca Cola Co. v. Chero Cola Co., 
273 Fed. 755 [11 T.-M. Rep. 252]; Fairbank v. Central Lard Co., 64 Fed. 
133; American Grocery Co. v. Sloan, 68 Fed. 539; Morgan v. Ward, 152 
Fed. 690; Sterling Remedy Co. v. Spermine Co., 112 Fed. 1000; Drewry v. 
Wood, 127 Fed. 887; N. W. Consol. Mill Co. v. Mauser, 162 Fed. 1004; 
NN. W. Consol. Mill Co. v. Callam, 177 Fed. 786; Am. Lead Pencil Co. v. 
Gettlieb, 181 Fed. 178; Trimble v. Woodstock Mfg. Co., 297 Fed. 524 [14 
T.-M. Rep. 277] ; Coca Cola Co. v. Duberstein, 249 Fed. 763 [8 T.-M. Rep. 
193]; Ramopa Co. v. A. Gastun & Co., Inc., 278 Fed. 557; Gehl v. Hebe Co., 
276 Fed. 271 [12 T.-M. Rep. 154]; Walter Baker & Co. Limited v. San- 
ders et al., 80 Fed. 889, 894; Manitowoc Pea-Packing Co. v. William Num- 
sen & Sons, 93 Fed. 196; Clark Thread Co. v. Armitage, 74 Fed. 936; Jacobs 
v. Beecham, 221 U. S. 263 [1 T.-M. Rep. 55]; L. E. Waterman Co. v. 
Modern Pen Co., 235 U. S. 88 [5 T.-M. Rep. 1]; Herring-Hall-Marvin Safe 
Co. v. Hall’s Safe Co., 208 U. S. 554; Donnell v. Herring-Hall-Marvin Safe 
Co., 208 U. S. 267; Pillsbury v. Pillsbury-Washburn Flour Mills Co., 64 
Fed. 841; Garrett v. T. H. Garrett & Co., 78 Fed. 472; Royal Baking Pow- 
der Co. v. R. T. Royal, 122 Fed. 337; Vick Chemical Co. v. Vick Medicine 
Co., 11 Fed. (2d) 33 [16 T.-M. Rep. 67]; Jergens v. Bonded Products Co., 
21 Fed. (2) 419 [17 T.-M. Rep. 363]; Thaddeus Davids Co. v. Davids Mfg. 
Company, 233 U. S. 461, 468 [4 T.-M. Rep. 175]; Stark Bros. Nurseries 
& Orchards Co. v. Stark, 248 Fed. 154 [9 T.-M. Rep. 182]; 257 Fed. 9; 
255 U. S. 50; Warner Bros. Co. v. Wiener, 218 Fed. 635; Montague v. 
Lowery, 193 U. S. 38-47; Paragraphs 11539, 11541, Remington’s Compiled 
Statutes of Washington, 1922; Layton Pure Food Co. v. Church & Dwight 
Co., 182 Fed. 24, 33; Gannert v. Rupert, 127 Fed. 962, 964; Federal Trade 
Commission v. Winsted Hosiery Co., 258 U. S. 483, 494 [11 T.-M. Rep. 
277]; Warner §& Co. v. Lilly §& Co., 265 U. S. 526, 532 [14 T.-M. Rep. 247]; 
Baglin v. Cusenier Co., 221 U. S. 580 [1 T.-M. Rep. 147]; Chickering v. 
Chickering & Sons, 215 Fed. 490, 493 [4 T.-M. Rep. 279]; Walter Baker 
& Co. v. Slack, 130 Fed. 514, 519; Meyer v. Dr. Bull’s Medicine Co., 58 Fed. 
884; Trappey v. McIihenny Co., 281 Fed. 23, 25 [12 T.-M. Rep. 179]; 
Barton v. Rex Oil Company, 29 Fed. (2d) 474 [19 T.-M. Rep. 159]; Singer 
Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 185; Reddaway v. Banham, 1896 
A. C. 199, 138 R. P. C. 218, 233; Brown Chemical Co. v. Meyer, 139 U. S. 
540; Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118; 
International News Service v. Associated Press, 248 U. S. 215, 246 [9 
T.-M. Rep. 15]; Nims on Unfair Competition and Trade-Marks, page 
256; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 (36 Sup. Ct. Rep. 
357) [6 T.-M. Rep. 149]; Potter-Wrightington v. Ward Baking Co., 288 
Fed. 597 [13 T.-M. Rep. 305]; Borden Ice Cream Co. v. Borden’s Con- 
densed Milk Company, 201 Fed. 510; Oneida Community Ltd. v. Oneida 
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Game Trap Co., Inc., 168 App. Div. (N. Y.) 769 [5 T.-M. Rep. 316]; 
Kayser v. Italian Silk Underwear Co., 160 App. Div. (N. Y.) 607 [4 T.-M. 
Rep. 58]; Traiser v. Doty Cigar Co., 198 Mass. 327; Trade-Mark Cases, 
100 U. S. 82, 93. 

Defendant cites: The Trade-Mark Cases, 100 U. S. 82 (25 L. Ed. 550); 
Louis Bergdoll Brewing Co. v. Bergdoll Brewing Co., 218 Fed. 131 [5 
T.-M. Rep. 33]; Pulitzer Pub. Co. v. Houston Printing Co., 4 Fed. (2d) 
924; Coca Cola v. Stevenson, 276 Fed. 1010 [11 T.-M. Rep. 113]; Thad- 
deus Davids Co. v. Davids, 233 U. S. 461 (58 L. Ed. 1046 [4 T.-M. Rep. 
175]; United Drug Co. v. Rectanus Co., 248 U. S. 90 (cited as 249 U. S. 90); 
Hanover Star Milling Co. v. Allen & Wheeler Co., 208 Fed. 513; 240 U. S. 
403 (60 L. Ed. 713); Merriam v. Saalfield, 190 Fed. 927 (cited as 90 Fed. 
923); Ammon v. Narragansett Dairy Co., 262 Fed. 880; United States 
Printing & Lithograph Company v. Griggs, Cooper & Company, Advance 
Sheets, pamphlet No. 10 of May 10, 1929, page 358; Charles Broadway 
Rouss, Inc. v. Winchester Co., 300 Fed. 706; Amoskeag Mfg. Co. v. 
Trainer, 101 U. S. 51 (cited as 100 U. S. 51); Borden Ice Cream Co. v. 
Borden’s Condensed Milk Co., 201 Fed. 510; Borden’s Condensed Millk 
Co. v. Horlick’s Malted Milk Corp., 206 Fed. 949 [3 T.-M. Rep. 476]; 
Styx, etc., Dry Goods Co. v. American Piano Co., 211 Fed. 271 [4 T.-M. 
Rep. 246]; Brown Chemical Co. v. Meyer, 139 U. S. 540; Singer Mfg. Co. 
v. June Mfg. Co., 163 U. S. 169 (41 L. Ed. 118); Howe Scale Co. v. 
Wyckoff, 8S. & B., 198 U. S. 118 (cited as 195 U. S. 134); Title 15, U. S. 
C. A., Sec. 85; Sec. 96, idem; Montague v. Lowery, 193 U. S. 38-47; Hop- 
kins v. United States, 171 U. S. 578 (43 L. Ed. 290); Anderson v. United 
States, 171 U. S. 604 (43 L. Ed. 300); United States v. E. C. Knight Co., 
156 U. S. 1 (39 L. Ed. 325); Walter Baker & Co. v. Delapenha, 160 Fed. 
746; Kasch v. Cliett, 297 Fed. 169; Warner v. Searle & Hereth Co., 191 
U. S. 195 (48 L. Ed. 145); Diederich v. W. Schneider Wholesale Whiskey 
& Liquor Co., 195 Fed. 35; Eastern Outfitting Co. v. Manheim, 59 Wash. 
428 (35 L. R. A. New Series 251, and note); Apollo Bros. v. Perkins, 207 
Fed. 530 [3 T.-M. Rep. 489]; National Cash Register Co. v. National 
Paper Prod. Co., 207 Fed. 351 (should be 297 Fed. 351) [14 T.-M. Rep. 
218]; Gallet v. R. §& G. Soap & Supply Co., 254 Fed. 802 [9 T.-M. Rep. 
131]; Pease v. Scott County Milling Co., 5 Fed. (2d) 524 [15 T.-M. Rep. 
152]; Lawrence v. Sharples & Co., 203 Fed. 762 [4 T.-M. Rep. 333]; Dodge 
Bros. v. East, 8 Fed. (2d) 872 [16 T.-M. Rep. 552]; Vogue v. Thompson- 
Hudson Co., 300 Fed. 509 [13 T.-M. Rep. 349]; National Picture Theatres 
v. Foundation Films Co., 266 Fed. 209 [10 T.-M. Rep. 385]; Carroll & Sons 
Co. v. M’Ilvaine & Baldwin, 171 Fed. 125; Munn v. Americana Co., 53 
N. J. Equity 309, L. R. A. 1916-D 116 and note [6 T.-M. Rep. 337]; Me- 
Lean v. Fleming, 96 U. S. 245, 255; Wrisley Co. v. Iowa Soap Co., 122 
Fed. 796; Pacific Coast Milk Co. v. Frye & Co., 85 Wash. 133; Florence 
Mfg. Co. v. Dowd § Co., 178 Fed. 73 [1 T.-M. Rep. 289]; Juvenile Shoe 
Co. v. Federal Trade Commission, 289 Fed. 57 [13 T.-M. Rep. 300]; Auto 
Acetylene Light Co. v. Prest-O-Lite Co., 264 Fed. 810 [10 T.-M. Rep. 370] ; 
N. K. Fairbank Co. v. Luckel, K. & C. Soap Co., 102 Fed. 327; Celluloid 
Mfg. Co. v. Cellonite Mfg. Co., 32 Fed. 94; Pillsbury v. Pillsbury, 64 Fed. 
841; N. K. Fairbank Co. v. Central Lard Co., 64 Fed. 133; Enoch Morgan’s 
Sons Co. v. Whittier-Coburn Co., 118 Fed. 657; Wonder Mfg. Co. v. Block, 
249 Fed. 748 [8 T.-M. Rep. 296]; Manitowoc Pea-Packing Co. v. William 
Numsen & Sons, 93 Fed. 196; Clark Thread Co. v. Armitage, 74 Fed. 936; 
R. W. Rogers v. William Rogers Mfg. Co., 70 Fed. 1017; Wm. Rogers Mfg. 
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Co. v. Rogers, 84 Fed. 639; Jacobs v. Beecham, 221 U. S. 263 [1 T.-M. Rep. 
55]; L. E. Waterman Co. v. Modern Pen Co., 235 U. S. 88 [5 T.-M. Rep. 
1]; Herring-Hall-Marvin Safe Co. v. Hall Safe Co., 208 U. S. 554; Don- 
nell v. Herring-Hall-Marvin Safe Co., 208 U. S. 267; Garrett v. T. H. Gar- 
rett & Co., 78 Fed. 472; Royal Baking Powder Co. v. Royal, 122 Fed. 337; 
Vick Medicine Co. v. Vick Chemical Co., 11 Fed. (2d) 33 [16 T.-M. Rep. 
67]; Jergens v. Bonded Products Co., 21 Fed. (2d) 119 [17 T.-M. Rep. 
363]; Stark Bros. Nurseries & Orchards Co. v. Stark, 248 Fed. 154; Guth 
Chocolate Co. v. Guth, 215 Fed. 750 [5 T.-M. Rep. 380]; Brown Chemical 
Co. v. Meyer, 139 U. S. 540; Howe Scale Co. v. Wyckoff, Seamans & Bene- 
dict, 198 U. S. 118; Romeike v. Romeike & Reube, 251 Fed. 273 [8 T.-M. 
Rep. 386]; Turton v. Turton, 42 Ch. Div. 128; W. F. §& John Barnes Co. 
v. Vandyck-Churchill Co., 207 Fed. 855; Russia Cement Co. v. LaPage, 9 
A. S. R. 685; Del Monte Special Foods Co. v. California Packing Co., 34 
Fed. (2d) 774 [19 T.-M. Rep. 443]; Penninsular Chemical Co. v. Levinson, 
247 Fed. 658 [8 T.-M. Rep. 171]; British-American Tobacco Co. v. British- 
American Cigar Stores Co., 211 Fed. 933 [4 T.-M. Rep. 293]; Buckspan 
v. Hudson’s Bay Co., 22 Fed. (2d) 721[18 T.-M. Rep. 4]; Hydraulic Press 
Brick Co. v. Stevens, 15 Fed. (2d) 312 [16 T.-M. Rep. 12]; Beechnut Pack- 
ing Co. v. P. Lorillard Co., 7 Fed. (2d) 967 [16 T.-M. Rep. 507]; Kellogg 
Toasted Cornflakes Co. v. Quaker Oats Co., 235 Fed. 657, 664 [6 T.-M. Rep. 
537]; Samson Cordage Works v. Puritan Cordage Mills, 211 Fed. 603 [4 
T.-M. Rep. 225]; Barton v. Rex-Oil Co., 2 Fed. (2d) 402 [19 T.-M. Rep. 
159]; National Grocery Co. v. National Stores Corp., 97 N. J. Equity 360; 
127 Atl. 925; Elgin National Watch Co. v. Illinois Watch Case Co., 179 
U. S. 665 (45 L. Ed. 365); Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 
U. S. 537 (34 L. Ed. 997, 1003); Warner § Co. v. Lilly & Co., 265 U. S. 
526 (68 L. Ed. 1161) [14 T.-M. Rep. 247]; Vacuum Oil Co. v. Climax Re- 
fining Co., 120 Fed. 254; Diederich v. Schneider, etc., 195 Fed. 35; Aunt 
Jemina Mills Co. v. Rigney & Co., 247 Fed. 402 [8 T.-M. Rep. 163]; Vogue 
v. Thompson-Hudson Co., 300 Fed. 509 [13 T.-M. Rep. 349]; Rosenberg 
Bros. v. Elliott, 7 Fed. (2d) 962 [15 T.-M. Rep. 295]; Baker v. Baker, 115 
Fed. 297; Merriam Co. v. Ogilvie, 170 Fed. 167; Kesler v. Goldstrom, 177 
Fed. 392; Joseph Schlitz Brewing Co. v. Houston Ice & B. Co., 241 Fed. 
817 [7 T.-M. Rep. 417]. 


CusuMan, D. J.: There is no evidence that the defendant has 
been or is engaged or threatens to engage in interstate commerce. 

There is no provision in the state law for the registration of 
the name of an individual as a trade-mark, as there is under certain 
circumstances in the 5th and 6th provisos of the Federal Trade- 
Mark Act (Title 15, U. S. C. A., Sec. 85). 

For these reasons the trade-mark statutes, federal and state, 
are not applicable to the present case and it will be considered as 
one for alleged unfair competition. 

The evidence and defendant’s admissions establish the truth 
of plaintiff's allegation that the word “Horlick’s,” in connection 
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with malted milk, has long been understood to mean a malted milk 
manufactured by plaintiff. This malted milk is a dry powder. 
The evidence shows that the surname of the organizers and 
majority stockholders of the defendant company is “Horluck” and 
that it has opened shops in Seattle and elsewhere advertised as: 


“HORLUCK’S 
MALTED MILK,” 


“HORLUCK’S 
Specialty 
MALTED MILK SHOP” 


and 


“HORLUCK’S 
MALTED MILK SHOPS” 


The evidence further shows that at these shops defendant sells 
beverages in which malted milk other than that manufactured by 
plaintiff is and has been used as an ingredient. It is also shown 
that plaintiff has refused to sell its malted milk to the defendant. 
Defendant says that, therefore, the complaints made come with 
poor grace from plaintiff. 

The question of whether or not, because of this action on its 
part, plaintiff is in any way estopped or because of any other equi- 
table principle to be denied consideration of its complaint has not 
been argued and will not, therefore, be considered. 

It is shown that in a few instances customers of defendant 
have come to its shops in the belief that they were connected with 
or conducted by the plaintiff. 

Defendant’s case, in its own words, is stated as follows: 

“We now reiterate the statement, and give it such emphasis as we may, 
that in the absence of direct competition and in the absence of any cir- 
cumstances of fraud, the use by a man of his own name, either individually 
or a corporate form, for the conduct of a lawful business will neither be 
enjoined nor will any relief be granted against him. If he be guilty of 
fraud, or by means other than the similarity of names collocated with the 
name of his business, endeavors to confuse his goods with those of the first 
user, still his use of his name will never be enjoined, but the unfair prac- 


tices only will be restrained.” 
(Page 83-84, Defendant’s Brief.) 
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It will be noted that defendant’s first contention is that before 
plaintiff is entitled to relief ‘direct’ competition between plaintiff 
and defendant must be shown to exist. 

Defendant’s main reliance upon this point is Borden Ice Cream 
Co. v. Borden’s Condensed Milk Co., 201 Fed. 510 [3 T.-M. Rep. 
80]. Of this case it has been said: 


“The defendant seeks a narrower interpretation of the law, and cites 
Borden Ice Cream Co. v. Borden’s Condensed Milk Company, 201 Fed. 510, 
121 C. C. A. 200, where the Circuit Court of Appeals for the Seventh Cir- 
cuit, in an ‘unfair competition’ case, held that in the absence of direct 
competition the doctrine cannot be invoked. 

“We think the case at bar must be put upon a broader ground. We 
think the test should be whether the public is likely to be deceived. Both 
the plaintiff and the defendant are seeking to induce people to use a whole 
wheat flour in bread; the representations of the defendant clearly tend to 
induce the user of flour to believe that he is getting the plaintiff's flour 
in his bread, when, in fact, he is getting the defendant’s flour. We cannot 


sustain this defense. 
* + = * * 


“Ward Baking Co. v. Potter-Wrightington, 298 Fed. 398 at 403 [14 
T.-M. Rep. 253].” 

The later case appears to announce the sounder rule. It will 
be noted that in Borden Ice Cream Co. v. Borden’s Condensed Milk 
Co., supra, the ruling was made on an application for a prelimi- 
nary injunction. It has, without contradiction, been stated by 
counsel in the present suit that upon the final hearing in the Bor- 
den Ice Cream Company case, supra, a perpetual injunction was 
decreed enjoining the defendant from the use of the name “Bor- 
den” in connection with ice cream. 

The defendant has a right to use the name of “Horluck’”’ in its 
business and to advertise in conjunction its name and its business 
and, if confusion on the part of a portion of the buying public re- 
sults because of the similarity in the names “‘Horlick” and “Hor- 
luck” after all has been done that reason and equity require to 
avoid confusion, even though the unavoidable confusion works to 
defendant’s advantage and plaintiff's loss, plaintiff has no remedy 
because of it. It is not necessary that plaintiff prove defendant’s 
actual intent to mislead buyers to defendant’s profit and plaintiff's 
loss. Men are presumed to intend the natural consequences of 
their voluntary acts. 
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The admitted fact that before defendant’s acts complained of 
the words “Horlick’s Malted Milk” had come to mean and be un- 
derstood as descriptive of plaintiff's product and no other, coupled 
with the similarity of the names “Horlick” and “Horluck,” makes 
it reasonably certain that advertising by the defendant, such as 
above set out, with the word “Horluck’s” prominently and closely 
associated with the words “Malted Milk” would mislead a part of 
the buying public. Therefore, if no more were shown, it is to be 
presumed that defendant intended to so mislead. 

Defendant seeks to overcome this presumption, putting its 
case in this particular thus: 

“How has the defendant met these requirements, competition being 
assumed? It has commenced, long prior to the institution of this suit, a 
widespread advertising campaign in the communities where it does busi- 
ness, in which the local character of the defendant is frequently referred 
to. It enlarged its capital structure and in January, 1929, prior to the 
commencement of this action, it caused a large display advertisement of 
its stock to be published in the principal newspapers of the City of Seattle, 
in which its organization, business and capital structure were shown. 

“About the same time, and prior to the commencement of this suit, 
it caused its stock to be listed as a local stock on the Seattle Stock Ex- 
change, where it has been dealt in extensively ever since. Its quotations 
are published daily in all of the daily newspapers in the City of Seattle. 

“Defendant has placed on its counters for free distribution pamphlets 
and leaflets exploiting its business, in which many references are contained 
showing the local character of its organization and management. It has 
sought by these means to build up its own good-will, and has done so to 


the extent that its local character is generally and commonly known in 
the communities in which it trades.” 


(Page 92-93, Defendant’s Brief.) 


While the foregoing may show the taking of steps which would 
tend to minimize the misleading effect of using in advertising the 
correlated words “Horluck’s Malted Milk,” it is not all, under the 
circumstances, that reason and equity require of the defendant. 
These require that in such a case whenever it can reasonably be 
done that a warning be coupled with any close association in any 
form of advertising by defendant of the words “Horluck’s Malted 
Milk,” such warning to be affirmative and negative showing that 
the business is that of the defendant and that it is not that of or 
connected with plaintiff, and such warning should be of sufficient 
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prominence as to be not inconspicuous in its relation to that of the 
words “Horluck’s Malted Milk.” 

Substantially all of the cases cited—where there was a situa- 
tion similar to that present in this case, with the exception of Bor- 
den Ice Cream Co. v. Borden’s Condensed Milk Co., supra—sup- 
port the conclusion reached and citation of particular authority is 
not necessary. 

Plaintiff's prayer that defendant be enjoined from using in 
connection with its advertising for sale malted milk or any mer- 
chandise of substantially the same descriptive properties the words 
“Horlick’s,” ‘“Horluck’s,” or any colorable imitation thereof will 
be denied. 

Plaintiff's prayer that defendant be enjoined from using in 
connection with its retail establishments or otherwise the words 
“Horluck’s Malted Milk Shops,” is granted and defendant will be 
further enjoined as above indicated, the form of the decree and 
words of the injunction to be determined upon the settlement of 
the decree, which will be upon notice. 

The decree will also provide for an accounting. The manner 
whereof will likewise be determined upon the settlement of the 
decree. 


Plaintiff's prayer for a trebling of damages will be denied. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—No Proof of Damage 


Rosertson, C.: Held that the Canadian Club Corporation, 
having based its petition for cancellation of certain registrations 
issued to the Canada Dry Ginger Ale, Inc., under the Act of 1920, 
on ownership of marks substantially similar to the registered marks, 
and it appearing that it had been finally adjudicated in the courts 
of Massachusetts that the petitioner was not the owner of the marks 
specified, the petition for cancellation could not be sustained since, 
under the circumstances, the petitioner had not established that it 
was damaged by the registrations. 
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In his decision the Commissioner pointed out that the Exam- 
iner of Interferences had sustained the petition for the cancellation 
of the registrations, on the ground that within one year previous 
to the filing of the applications the petitioner had used certain 
marks which were substantially the same as the marks of the regis- 
trant. 

He then, after noting that the answer to the petition for can- 
cellation challenged petitioner's title to the marks used by its al- 
leged predecessor in business and noting that the litigation in 
Massachusetts had been finally decided by a holding that petitioner 


had no title to those marks, said: 

“It had been repeatedly held by the Court of Appeals of the District 
of Columbia, that in order to sustain a petition for cancellation of a regis- 
tration it must necessarily be found that the party who seeks such can- 


cellation is injured by the registration and that merely to allege that he 
would be injured was not sufficient. 


- - . * . 


“It now appearing that it has been adjudicated by a court of com- 
petent jurisdiction, having jurisdiction of the parties, that the petitioner 
derived no valid title to the marks in question from its alleged prede- 
cessor in business but that such title was in another, and it further ap- 
pearing that that other party, plaintiff in the suit in Massachusetts, has 
transferred all its interest to the registrant, the facts of record justify no 
holding that the peitioner is or can be injured by the registrations here 
sought to be cancelled.” 


Configuration as Mark 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for shoes, a mark consisting 
of a black or colored configuration upon the bottom of the shank of 
a shoe, the representation of a shoe being disclaimed, and the figure 
being stated to have an outline approximating the configuration of 
a keyhole. 

In his decision, after noting that the Examiner held that this 
configuration is merely the outline of an arch support and would 
not indicate to the public origin or ownership in any way, and fur- 
ther noting that the applicant had furnished affidavits of various 
experts indicating that dealers do recognize this figure as indicat- 


1 Canadian Club Corp. v. Canada Dry Ginger Ale, Inc., 156 M. D. 371, 
May 28, 1930. 
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ing the origin of the shoes on which it appears, the First Assistant 
Commissioner said: 


“It is evident the office has not disclosed any similar figure used upon 
goods of this character and has failed to satisfactorily establish that deal- 
ers in goods of this type would interpret this figure as indicating structural! 
features. It is thought the mark is sufficiently distinctive of the ownership 
or origin of the goods, would be so construed by dealers and, to a consider- 
able extent at least, by the purchasing public.”2 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for leather shoes, the 
notation “Foot Rester,’” in view of the prior registration of the 
term “Foot Rest’’ (Helming-McKenzie Shoe Co., No. 126,287), as 
a trade-mark for the same goods. 

In his decision, after noting applicant’s argument that it had 
previously registered the term “Rester” as a trade-mark for shoes 
and is entitled to amplify that mark by the inclusion of the word 
“Foot,” the First Assistant Commissioner said: 


“It is believed there can be no doubt that confusion of goods and ori- 
gin would arise if the two marks, “Foot Rest” and “Foot Rester,” appeared 
upon the same class of goods in the same market. 

“It is deemed plain enough the office should deny registration to a 
mark so obviously confusingly similar to the registered mark of the Helm- 
ing-McKenzie Shoe Co.” 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for toilet preparations, the term “Black and Tan” 
in view of the prior use by opposer of the notation “Black and 
White” as a trade-mark for articles of the same descriptive proper- 
ties. 

In his decision, after stating that the goods were of the same 
descriptive properties, and, therefore, the only question involved 
was as to the similarity of the marks, the Assistant Commissioner 
said: 

“A comparison of the two marks shows that they differ only as to the 


last word constituting said marks, the applicant having substituted the 
word ‘Tan’ for the word ‘White.’ 


2 Ex parte Emerson Shoe Mfg. Co., 156 M. D. 332, April 3, 1930. 
3 Ex parte Milford Shoe Co., 156 M. D. 331, April 3, 1930. 
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“I am of the opinion that there is such a similarity between the two 
marks as to be likely to cause confusion when they are concurrently ap- 
propriated to goods of the same descriptive properties in the same terri- 
tory.” 
and then, after noting certain decisions in which “Black and Blue” 
and “Red and White” were held respectively not confusingly simi- 
lar to “Black and White,” he said: 


“It is believed that a much greater dissimilarity exists between the 
marks in the adjudicated cases than exists between the marks of the instant 
case.”’4 


Kinnan, F. A. C.: Held that so far as certain prior registra- 
tions set up by the opposer are concerned, the applicant would be 
entitled to register, as a trade-mark for automobile tires, a mark 
consisting of the representation of a tire casing having two wings 
extending laterally therefrom with the name “Kenyon” thereabove, 
but that the applicant is not entitled to the registration of its mark 
in view of the registration of the mark shown in registration No. 
141,894, to which applicant’s mark was deemed confusingly similar. 

In his decision, after noting that the opposer relied upon cer- 
tain registered trade-marks for tires, consisting, respectively of 
the word “Wing,” the representation of a winged-foot with the word 
“Good Year,” a modified form of the wing-foot mark, the notation 
“Red Wing,” the notation “Black Wing” and a mark having within 
the central portion of the representation of a tire the winged-foot 
design, the First Assistant Commissioner said with respect to the 
question of the similarity of the marks: 


“The applicant’s mark includes so many features beside the repre- 
sentation of a wing that it is deemed quite improbable purchasers would 
confuse either the goods or their origin. The wings which appear to be 
attached to the tire and the background above them upon which the word 
‘Kenyon’ appears are quite dissimilar to the opposer’s representation of a 
winged-foot or the single word ‘Wing’ and it is not thought there would 
be confusion in trade if the two marks appeared upon the respective goods 
in the same market.” 


With respect to the argument based on the ground that appli- 
cant had pleaded, in his answer, some ten registrations of marks 
for this class of goods more nearly like applicant’s mark than any 


4 Plough Chemical Co. v. Wm. P. Harris, 156 M. D. 349, May 1, 1930. 
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of the opposer’s marks and therefore opposer was estopped by rea- 
son of its laches to oppose applicant’s registration, the First Assist- 
ant Commissioner stated that it is not deemed proper to consider 
that question. 

“in view of the holding of the Court of Customs and Patent Appeals in 
the case of American Fruit Growers, Inc. v. Michigan Fruit Growers, ren- 
dered March 19, 1930, 393 O. G. 789 [19 T.-M. Rep. 135], in which the court 


noted that the sole question to be considered in proceedings of this char- 
acter is the probability of confusion.” 


With respect to the right of applicant to register its mark in 
view of the mark shown in registration No. 141,894, the First As- 
sistant Commissioner said that the mark of that registration 
“shows very much the same representation of a tire and the outspread 
wings, one upon each side, used upon the same class of goods, and the 
examiner of trade-marks will deny registration upon this ground. The 
applicant has taken from this prior mark the distinguishing feature in its 
entirety. 

“In view of this new ground of denial of registration having been here 


raised for the first time, the applicant may upon request within the limit 
of appeal have a reconsideration of this matter.”5 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for olive relish, thousand island dressing and 
Southern relish or sandwich spread, a mark consisting of the repre- 
sentation of a blue ribbon tied in a bow with the words “Blue Rib- 
bon” therebeneath and the name “Richard Hellman’s” between 
the bow and the notation, in view of the established prior use by 
opposer of a trade-mark for substantially the same goods, consist- 
ing of the representation of a blue ribbon tied in a bow with a 
notched disk appearing thereon carrying opposer’s name, the words 
“Blue Ribbon” appearing in some labels above the bow and in others 
the bow and name-carrying disk being surrounded by a represen- 
tation of a blue ribbon with bows at its opposite sides. 

In his decision it was stated that, since the testimony estab- 
lished that the opposer was long prior in the field in the use of its 
mark upon at least some of the goods on which applicant uses its 


5 The Goodyear Tire & Rubber Co. v. C. Kenyon Co., Inc., 156 M. D. 
351, May 9, 1930. 
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mark, any doubt as to confusion must be resolved against the later 
comer. 

With reference to an argument that the words “Blue Ribbon” 
are descriptive and may not be registered by anyone, the First As- 
sistant Commissioner said: 


“It may be noted, however, that neither party is seeking registration 
of just these words, but each has the pictorial representation of a blue 
ribbon and also a blue ribbon tied in a bow and there is no basis for hold- 
ing that such a trade-mark is descriptive of the goods upon which it is 
used. While the applicant has noted the wide use of the words ‘Blue Rib- 
bon’ and the representations of such a ribbon by others prior to the op- 
poser’s adoption of its mark, yet the decision in American Fruit Growers, 
Inc. v. Michigan Fruit Growers, Inc., 393 O. G. 789 [19 T.-M. Rep. 135], 
is to the effect that the question here is solely as to confusion in trade when 
the marks are used upon the respective items or goods. It is thought since 
both parties use not only the words ‘Blue Ribbon’ and the representations 
of such a ribbon but also a blue ribbon bow, there would be confusion if 
these marks appeared upon the goods of the respective parties in the same 
market.”6 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the notation “Acoustex’’ as a trade-mark for acoustical tiles 
which, according to the specimens, are “ideal sound-absorbing mate- 
rial for acoustical correction in banks, offices,” etc., in view of the 
prior adoption, use and registration by the opposer of the term 
‘‘Acousti-Celotex”’ upon a decorative wall finish used for acoustical 
correction or sound deadening, which mark was subsequently regis- 
tered. 

In his decision, after noting that the opposer was long prior 
in the field in the use of his mark and referring to applicant’s argu- 
ment that he was familiar with the opposer’s mark and products 
and his contention that in creating his mark he did no more than 
combine into one word two suggestive syllables, ‘““Acous” and “Tex,” 
both of which had been long used in the art on this class of mate- 
rials and neither of which originated with the opposer, the First 
Assistant Commissioner said: 


“Certain prior registrations have been submitted by the applicant in 
support of this view. Under the ruling in the case of American Fruit 
Growers, Inc. v. Michigan Fruit Growers, C. C. P. A. 393 O. G. 789 [19 


6 Oakford & Fahnestock v. Richard Hellman, Inc., 156 M. D. 359, May 
18, 1930. 
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T.-M. Rep. 135], these matters are not to be here considered since the sole 
question to be determined is whether the use by both parties of their re- 
spective marks upon their goods would result in confusion in trade. If 
this question is answered in the affirmative then the applicant must be 
denied registration. 

“Both marks are suggestive of the qualities of the goods and both 
have a portion of the word ‘Acoustic’ and the suffix ‘Tex.’ The goods are 
identical as to class and descriptive properties. It is deemed quite prob- 
able confusion in trade would result if both marks appear upon these goods 
in the same market.”7 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for cleaning water-closet bowls, the notation 
“E-Z-Flush” in view of the prior use by opposer of the term “Sani- 
Flush” for a cleaning powder for closet bowls and a picture of a 
woman in the act of using the goods in connection with the cleans- 
ing of the closet bowl. 

The ground of the decision is that the goods being of the same 
descriptive properties, the marks are so similar that their contem- 
poraneous use would be likely to cause confusion. 

In his decision the First Assistant Commissioner noted that 
the applicant had taken no testimony and therefore was restricted 
for a date of use of the mark to the filing date of his application; 
that the opposer’s evidence showed that it had expended large sums 
of money in advertising its goods and had made very large sales. 

He also noted that the opposer had successfully opposed reg- 
istration of ‘‘Clean-O-Flush,” “Sanilav,” “Sani Bowl,’ ‘“Kleen- 
Flush,” and “Flush-O-Kleen,” and had obtained from the United 
States District Court a decree holding its trade-mark infringed by 
the use of the trade-mark “Sani Bowl.” 

With reference to the holding of the Examiner of Interferences 
that the term “Flush” is synonymous with or means “Clean” and 
is, therefore, not capable of exclusive appropriation by either party 
since descriptive of a function of the goods, he said: 

“It appears, however, that when the opposer sought registration of its 
mark the officials of this office held, after argument by the then applicant, 
opposer here, that the word ‘Flush’ was not merely descriptive of the goods 


or their use and it would seem this conclusion is warranted in the instant 
proceeding. While the word ‘Flush’ has quite a generic meaning of clear- 


7 The Celotex Co. v. James A. Will, 156 M. D. 360, May 17, 1930. 
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ing or cleaning, yet used in connection with the particular goods here under 
consideration the word is not limited to cleaning and would not be, it is 
believed, so interpreted by the purchasing public. This word would gen- 
erally be regarded as meaning to cause a quantity of water to flow into 
and through the bowl.” 


He further said: 


“The word appearing upon applicant’s goods is suggestive that it is 
used in connection with the operation of flushing for the purpose of clear- 
ing or cleansing the bow] but in such a connection it is considered the word 
‘Flush’ would not be descriptive of the chemical compound itself. In view 
of these conclusions, it is held that the applicant has adopted the prin- 
cipal or most prominent word of the opposer’s mark and if both marks 
appear upon the goods in the same market, since the goods are substan- 
tially identical in descriptive properties, confusion in trade would be quite 
probable. It is thought the applicant should have adopted a mark less 
imitative of that of the opposer and one concerning which there would be 
no likelihood of confusion.” 


Descriptive Terms 


Kinnan, F. A. C.: Held that the National Licorice Company 
of Brooklyn, N. Y., is not entitled to register, under the Act of 
1905, the notation “Helps,’ as a trade-mark for licorice cough 
drops, since this notation is merely descriptive of the goods. 

In his decision, after noting the argument that the mark was 
suggestive rather than descriptive, and pointing out why certain 
decisions cited in support of that contention were not conclusive 
of the question, and noting that registration had been refused of 
certain marks which were descriptive of a quality of the goods such 
as, “Getwell” for a medicine (In re Anti-Cori-Zine Chemical Co., 
151 O. G. 452; 34 App. D. C. 191), “Health Food” for a food 
product (Fuller v. Huff et al., 92 O. G. 1620; 104 F. 141), 
“No-D-Ka” for a tooth paste (No-D-Ka Dentifrice Co. v. S. 8S. 
Kresge Co. [18 T.-M. Rep. 203] 24 F (2d) 726) he said: 

“In view of the foregoing, it seems clear enough the notation here 


sought to be registered is descriptive of the function or effect of the use 
of the goods and is, therefore, merely descriptive.”® 


8 The Hygienic Products Co. v. The Goodwin Co., 156 M. D. 373, May 
29, 1930. 
® Ex parte National Licorice Company, 156 M. D. 338, April 8, 1930. 


392 TWENTY TRADE-MARK REPORTER 


Moore, A. C.: Held that applicant is not entitled to register 
as a trade-mark for various articles of wearing apparel, such as 
bathing suits, dress and hosiery, etc., the notation “Suntan.” 

The ground of the decision is that the term is merely descrip- 
tive of the goods or a characteristic or quality thereof. 

In his decision, after referring to a number of advertisements 
in which the term “Suntan” appears and noting applicant’s argu- 
ment that it does not apply its mark to any definitely colored gar- 
ment but to a particular line of goods, the Assistant Commissioner 
said: 


“The popular meaning of the term ‘suntan’ is the effect produced upon 
the human body by the rays of the sun, by extension of the meaning of the 
term, it now designates not only a color simulating that produced by the 
sun but also the characteristic of wearing apparel which permits the direct 
action of the sun’s rays upon portions of the body in order to produce 
a tanning effect. The term ‘suntan,’ therefore, when applied to wearing 
apparel, is believed to be descriptive of the ‘character’ of such apparel.’”’1° 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for a salve with a soap base for the relief and treat- 
ment of certain specified human ills, a mark consisting of the repre- 
sentation of the Western Hemisphere surrounded by a circular line 
having therewithin lines indicating meridians of longitude and 
parallels of latitude and having at the top and bottom, respectively, 
the words “Vanishing” and “Vapor” and on the left-hand side the 
words “Just Rub It” with a diagonal band extending across the 
entire picture with the words, “Pain Soap,” therewithin, all the 
wording being disclaimed, notwithstanding the prior adoption and 
use by the opposer of the term “Vaporub” as a trade-mark for 
salve and the use of the words “Just Rub It” in its advertising of 
such product. 

The ground of the decision is that, the terms “Vapor” and 
“Just Rub It” being descriptive as applied to the goods of both 
parties, it is deemed there would be no likelihood of confusion be- 
tween the marks. 

No answer was filed by the applicant and an order pro con- 
fesso was entered. With respect to the right of the Examiner of 


10 Ex parte Best & Co., Inc., 156 M. D. 342, April 29, 1930. 
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Interferences to have gone into the matter to determine whether a 
decree pro confesso should be entered, the Assistant Commissioner 
said: 


“In so far as facts are pleaded in the notice of opposition, of course, 
by the default they are admitted to be true, but it does not follow that by 
failing to answer the applicant has admitted the conclusions sought to be 
drawn therefrom. It has been settled by decisions of the Supreme Court 
of the United States (Thomson v. Wooster, 114 U. S. 118; The Ohio Cen- 
tral Railroad Company v. Central Trust Company, 133 U. S. 83) that it is 
the duty of the trial court, before entering a decree pro confesso, to deter- 
mine whether the averments of the bill are such as to justify the entering 
of the decree.” 


With respect to the likelihood of confusion, he said: 


“It would seem obvious, from an inspection of the applicant’s mark 
as applied to its goods and an inspection of the opposer’s label which was 
filed as part of the notice of opposition, that the words ‘Just Rub It’ are 
purely descriptive and merely directions to the user to rub the salve on 
the affected part of the body. So far as the word ‘Vapor’ is concerned, it 
would seem, in view of the directions on the label above referred to, that 
that is also descriptive since in such directions it is stated that for the re- 
lief of head colds some of the material is placed in a cup or bowl of hot 
water and the vapors inhaled. 

“It is well settled (see S. R. Feil Co. v. John E. Robbins Co., 220 Fed. 
Rep. 650 [5 T.-M. Rep. 163] that the use of a descriptive term in a mark 
does not preclude another from using that descriptive term to describe 
his goods, provided of course that it is not so used by itself as that the two 
marks sought to be registered will be confusingly similar. Nor may a 
party, by adopting a mark which itself is arbitrary, prevent another from 
using a word which is truly descriptive of its goods (see Potter Drug & 
Chemical Co. v. Pasfield Co., 102 Fed. Rep. 490, affirmed in 106 Fed. Rep. 
914). 


- = * + * 


“In view of the facts above stated it is not apparent how the examiner 
could have reached any different conclusion than that the allegations of the 
bill are not sufficient to justify entering a decree in favor of the opposer.”!! 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that applicant is entitled to register a 
trade-mark for radio sets and parts thereof, notwithstanding the 
prior use by opposer of a similar mark on cutlery. 

The ground of the decision is that the goods of the respective 
parties are not of the same descriptive properties. 


11 Vick Chemical Co. v. Maurice Eugene Cordry, 156 M. D. 366, May 
21, 1930. 








394 TWENTY TRADE-MARK REPORTER 


With respect to the marks, the Assistant Commissioner said: 


“The two marks consist essentially of a pair of manikins joined to- 
gether. While, by a comparison of the two marks, certain differences are 
noticed, yet such differences would probably not be observed by the aver- 
age purchaser, who is not in position to make a comparison of the marks; 
and, if the differences were recognized, they would not be likely to be car- 
ried in the memory of the purchaser. 

* * * 7 . 


“Should it be assumed, however, that the two marks are identical, this 
would not be conclusive of the question at issue. If the respective goods 
of the parties are not of the same descriptive properties, there is no good 
reason for denying registration of the applicant’s mark.” 

With respect to the goods, after noting that the applicant’s 
goods consist of radio reception elements, including inductances, 
solenoid coils, detector and amplifying units, etc., whereas opposer’s 
goods consist of various articles of cutlery, surgical instruments, 
and like articles, and noting the holding of the Court of Appeals 
of the District of Columbia that goods are of the same descriptive 
properties when the general and essential characteristics are the 
same, or when they can be applied to the same general use and that 
they are not of the same descriptive properties where they do not 
enter into competition, or where the production and purpose of the 
respective goods are essentially different, he said: 


“As the applicant’s goods and the opposer’s goods do not have the 
same general and essential characteristics; as they cannot be applied to 
the same general use; and as they do not come into competition; it must 
be held that the acting examiner committed no error in holding that the 
respective goods of the parties to this proceeding do not possess the same 
descriptive properties.”12 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the term “Pierre” as a trade-mark for beauty creams, lotions, etc., 
notwithstanding the prior use by opposer of the notation “Dr. 
Pierre’s” as a trade-mark upon a large number of goods which are 
essentially medicinal preparations. 

The ground of the decision is that, notwithstanding the prior 
adoption by the opposer of its mark for the goods above referred 
to, it could not be held there was any likelihood of confusion in view 


12 J. A. Henekells, Inc. v. Twin Coupler Co., Inc., 156 M. D. 333, April 
3, 1930. 
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of the fact that applicant had been using its mark on its goods for 
more than twenty-five years, but no evidence of confusion was of- 
fered. 

In his decision, after referring to the testimony as to the prepa- 
rations on which opposer’s mark was used and stating that these 
goods were essentially medicinal preparations as distinguished from 
applicant’s beauty and toilet preparations, and noting that the evi- 
dence showed that applicant had been using its mark for over a 
quarter of a century, the First Assistant Commissioner said: 

It would seem that if there was probability of confusion some 
evidence of actual confusion would have been obtained. The goods being 
different and the parties having been using their marks upon them for so 
long a period, the applicant should not be disturbed in what amounts to 
his vested rights after having enjoyed them undisturbed for this long pe- 
riod of time unless a case of more probable confusion is presented than 
is here submitted. The public must have long since become educated in 


distinguishing the beauty preparations of the applicant under his mark 
from the medicinal preparations of the opposer under its mark.” 


With reference to the fact that the opposer in 1928 commenced 
to use its mark upon beauty and toilet preparations, he said: 


“It is deemed that the late entrance of the opposer, in January, 1928, 
into the special field occupied for a quarter of a century by the applicant, 
gives the opposer no added rights here.”13 


Goods of Same Descriptive Properties 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for automatic sprinkler apparatus and parts there- 
of, the notation “Rate of Rise.” 

The ground of the decision is that the notation is merely de- 
scriptive of its goods and of the goods manufactured by opposer, 
and that the latter has shown that it would be damaged by the 
registration. 

In his decision, after stating the contentions of the respective 
parties and that it was established that the opposer was using the 
mark in describing its goods at the time it filed the notice of opposi- 
tion, the Assistant Commissioner said, with respect to the goods: 


18 Dr. Pierre Chemical Co. v. Pierre Roos, 156 M. D. 362, May 17, 1930. 
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“As to the goods of the applicant and those of the opposer being of 
the same descriptive properties, it is observed that the notation ‘Rate of 
Rise’ has reference to a controlling element responsive to temperature 
conditions employed ad libitum to either fire alarms or to fire extin- 
guishers, whether the extinguishers be of the gas type or of the sprinkler 
type, said controlling element operating by the ‘Rate of Rise’ of tempera- 
ture, as distinguished from devices of the like character which respond to 
a fixed temperature condition. It is believed, therefore, that, as both the 
applicant and the opposer are traders in the ‘Rate or Rise’ type of con- 
troller, their respective goods have the same descriptive properties.” 


He further said, with reference to the character of the mark: 


“Furthermore, that a mark which is descriptive of the article to which 
it is appropriated, or to its class, grade, style or quality, and which does 
not point distinctively, either by itself or by association, to the origin, 
manufacture or ownership of the article, so as to distinguish such article 
from like articles manufactured or owned by others, does not constitute 
a technical trade-mark and may not be the exclusive property of anyone, 
has been repeatedly held by the highest authority (citing decisions) .”14 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1905 the term “Society” as a trade-mark for 
rayon piece goods. 

This refusal was based upon the prior registration to the 
Schwanzenbach, Huber Co., of the same mark for broad silks and 
satins in the piece and the record of the interference between the 
present application and that registration. 

In his decision, after noting that the registrant had obtained 
an award of priority over the applicant in an interference and the 
applicant had limited the goods to which its mark was applied to 
cotton, linen, and wool piece goods and goods made up of mixtures 
which include either cotton or linen, the First Assistant Commis- 
sioner said: 


“The applicant company now seeks to extend its registration rights to 
this mark to include rayon and urges in support of its contention that reg- 
istration should be granted, that its prior registration includes ‘fabrics 
composed in part of rayon and that the present application seeks to take 
the slight additional step of covering fabrics composed entirely of rayon.’ 
It is noted, however, that the word rayon was not in use at the time the 
applicant obtained its former registration, but that goods of the general 
type now included under this term were frequently referred to as artificial 
silk.” 

14Atmo Automatic Fire Alarm Company of America v. Automatic 
Sprinkler Corporation of America, 156 M. D. 326, March 29, 1930. 
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Then, after citing the case of Haas Brothers Fabrics Corpora- 
tion v. Bliss, Fabyan § Company, 355 O. G. 187; 57 App. D. C. 44 
[17 T.-M. Rep. 17], in which it was held that artificial silk goods 
are of the same quality as sheer silk piece goods, the First Assistant 
Commissioner said: 


“In that decided case the marks were not identical as they are in the 
case at bar, so that the holding of the court that the ordinary purchasing 
public would be confused as to the origin of the goods in that case seems 
to apply with increasing emphasis in the instant case. 

“The applicant has, since the hearing, submitted an affidavit that this 
mark has been used upon rayon for some time and the Schwanzenbach, 
Huber Co. must have known of that fact and has made no protest, but it 
is not seen how this helps the applicant here.”15 


Goods of Same Descriptive Properties 


Moorg, A. C.: Held that applicant is not entitled to register 
the term “Pet,” as a trade-mark for peanut butter, in view of the 
prior use by opposer of that term as a trade-mark for canned and 
evaporated milk. 

In his decision, the Assistant Commissioner said: 


“It appears from the record that the respective goods of the parties 
are sold in containers and that the mark ‘Pet’ is prominently displayed 
thereon. It also appears that the respective goods are handled by grocery 
stores and are displayed side by side. It is believed, therefore, that the 
use of the same mark by the respective parties on said goods would be likely 
to cause confusion or mistake in the mind of the public as to the origin or 
ownership of said goods.” (Citing three decisions of the Court of Cus- 
toms and Patents Appeals of April 14, 1930, not then published in the 
Official Gazette.)16 


Kinnan, F. A. S.: Held that applicant is not entitled to reg- 
ister the notation “East Side” as a trade-mark for malt syrup in 
view of the prior adoption and use by the opposer of the same nota- 
tion as a trade-mark for beverages including beer, near beer and 
certain fruit juices. 

In his decision the First Assistant Commissioner noted that 
the Los Angeles Brewing Co. had registered this mark in 1910, for 
the use upon beer, it having begun to use it about 1900; that such 

15 Ex parte Rice-Stix Dry Goods Co., 156 M. D. 328, April 2, 1930. 


16 Pet Milk Company v. Martin Peanut Products Corp., 156 M. D. 348, 
May 1, 1930. 
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use was continued though, after the Prohibition Act, the alcoholic 
content of the beer was reduced to the legal percentage; that the 
mark was used upon malt tonic, near beer, and root beer, and other 
soft drinks, and that in 1928, after applicant began to use the mark 
in 1927, opposer also used it on malt syrup. 

After noting that there was some evidence submitted to show 
actual confusion but that irrespective of this the goods were deemed 
to be of the same descriptive properties, he said: 

“In the decision in Schoenhofen Co. v. Rudolph Liska, decided May 21, 
1929, 156 M. D. 55, relied upon by the examiner, the same goods were under 
consideration and after a discussion of various holdings of courts, the con- 
clusion was reached that these goods belong to the same class and possess 
the same descriptive properties. It is thought a like ruling should be made 
in the case at bar. This holding is believed to be in conformity with the 
decisions of the Court of Customs and Patent Appeals in the cases of 
California Packing Corp. v. Tillman & Bendel, Inc., and Cheek-Neal Coffee 


Co. (Maxwell House Products Co., Inc., substituted) v. Hal Dick Mfg. Co., 
both decided April 14, 1930, and not yet published.” 


With respect to the applicant’s argument that the opposer 
appears with unclean hands because the specimen showing the 
mark as used on malt syrup bore the notation “Reg. U. S. P. Off.,” 
although the mark had not been registered by opposer for malt 
syrup, he said: 

“In view of the fact that this office and the courts have previously 
found malt syrup to belong to the same class as beer and root beer, it is 
thought improper to hold the opposer must be denied its rights as an op- 
poser on the grounds set forth in the decisions relied upon by the applicant 


more especially Four Roses Malt Extract Co. v. Small Grain Distilling & 
Drugs Co., 378 O. G. 506, 58 App. D. C. 299."17 


Interference—Evidence 


Kinnan, F. A. C.: Held that Peter Santurello is not entitled 
to register, under the Act of 1905, the term “Perma-seT” as a 
trade-mark for hair-dressing preparation, since his evidence can- 
not be held to establish adoption and use of that mark at a time 
prior to the date of use established by Ernest Gordon Bryant of 
the term “Permaset,” as a trade-mark for hair-waving liquid. 


17 Los Angeles Brewing Co. v. Delfino Damonte, 156 M. D. 364, May 19, 


1930 
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In his decision, after stating that the marks are substantially 
identical and applied to goods of the same descriptive properties 
and, therefore, the only question to be decided is as to priority of 
adoption and use, the First Assistant Commissioner said, with ref- 
erence to the contention that the early use of the party Bryant was 
not interstate use: 


“It is contended on behalf of the appellant that such use by Bryant 
is not shown to have been interstate and, in consequence, even if Bryant 
did use this mark in commerce within a state continuously since November 
10, 1927, he is not entitled to an award of priority because such use was 
intrastate. The appellant is deemed to be clearly in error as to this con- 
tention. The matter is fully set forth by the Court of Appeals in John 
Macauley v. Malt-Diastesse Co., 338 O. G. 4; 55 App. D. C. 277 [15 T.-M. 
Rep. 253], relied upon by the examiner.” 


With respect to the testimony, after stating that Bryant had 
established a use as early as November 10, 1927, he said: 


“It is not enough to establish as appellant (Santurello) may be said 
to have done, use of the mark in December, 1927, or January, 1928. The 
testimony as to use prior to these dates is too conflicting, even after rea- 
sonable allowances are made in accordance with the contentions in ap- 
pellant’s brief, to support a holding that the mark was used in the summer 
of 1927. . . . The confusion and uncertainty as to the handwriting in the 
books which the appellant testifies were kept by his son and his wife show 
still further that the appellant’s recollections cannot be relied upon. The 
absence of records prior to December, 1927, when the embossed emblems 
are claimed to have been ordered, adds to the difficulty of accepting the 
oral testimony of the witnesses.” 


And then, after stating that one of the witnesses testified as to de- 
livering twenty-five gallons of a hair-dressing preparation to Dr. 
Santurello in August of 1927, he said: 


“There is no specific testimony that this was sold under the mark and 
the witness indicates he is testifying largely from memory and in view of 
the fact that he made the solution off and on for two or three years and 
continued to make it in small quantities during 1928, it seems possible that 
he may have been mistaken as to labeling the goods with the mark put on 
in typewriting on pieces of paper as early as in the summer of 1927.”18 


Non-Conflicting Marks 
Moorg, A. C.: Held that applicant is entitled to register, as 


a trade-mark for wire rope, a mark consisting of a silver strand, 
which is incorporated in the rope during its manufacture, notwith- 


18 Ernest Gordon Bryant v. Peter Santurello, 156 M. D. 355, May 8, 
1930. 
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standing the prior adoption and use by opposer of a mark for the 
same goods, consisting of a red strand. 

The ground of the decision is that these two marks are not con- 
fusingly similar. 

In his decision, after referring to a number of court cases in 
which the Leschen mark was involved, including the decisions of 
the Court of Appeals of the District of Columbia, 36 App. D. C. 
451 and 465; 1911 C. D. 812 and 815, in which that court sustained 
an opposition to the registration of a yellow strand mark, and the 
decision of the Eighth Circuit Court of Appeals in A. Leschen § 
Sons Rope Company v. Fuller et al., 218 F. R. 786 [5 T.-M. Rep. 
87], in which an injunction against the use of a yellow strand was 
refused, the Assistant Commissioner said: 

“Now, if the opposer’s mark, by being limited to a red stripe or strand, 
permits the use by others of wire ropes with strands of other colors, then 
it would seem to follow that the applicant has the right to use its silver 
strand as a trade-mark, notwithstanding the opposer’s red strand trade- 
mark; and, if the applicant possesses the right to use its silver strand, no 
good reason is apparent why said mark should not be registered. If it 
were assumed, however, that a yellow strand so nearly resembles a red 
strand, when they are used to identify wire cables as to their origin or 
ownership, as to be likely to cause confusion or mistake in the mind of 


the public, still it is believed that such resemblance does not exist as be- 
tween the applicant’s silver strand and the opposer’s red strand.” 


And then, after noting the registration of a number of simi- 
larly formed marks of different color, he said: 


“It may also be added that the right to register trade-marks compris- 
ing contrasting colors, where such colors function merely to identify the 
manufacturer or owner of the goods, is evidenced by the decisions in 
Columbian Rope Company v. The Hooven & Allison Company, 1923 C. D. 
75 (14 T.-M. Rep. 103], and 4 & J Manufacturing Company v. R. Wallace 
§ Sons Manufacturing Co., 156 M. D. 16 [19 T.-M. Rep. 208], and the de- 
cisions therein noted.”19 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for a preparation for tak- 
ing the color out of dyed material, a mark consisting of the repre- 
sentation of two women each holding a garment before her, the 
second picture lapping over a portion of the first and the words 


19 A. Leschen & Sons Rope Company v. The American Steel and Wire 
Company of New Jersey, 156 M. D. 307, March 38, 1930. 
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“Before” and “After” being printed in the upper portion of a rec- 
tangular frame surrounding the representation, notwithstanding 
the prior use by the opposer of advertising circulars, one of which 
includes the representation of a woman holding up a garment and 
inspecting it, a representation of a woman in the act of washing a 
garment and holding it above a bowl and the representation of a 
woman who has apparently donned the garment and is inspecting 
it before a mirror. 

The ground of the decision is that these marks, in view of the 
common use of the words “Before” and “After” and pictorial rep- 
resentations of the “before” and “after” suggestion, are not con- 
fusingly similar. 

In his decision, after stating that opposer had established that 
it used its circulars and advertising prior to the applicant’s date 
of adoption and use of its mark and that in an interference between 
the same parties applicant had been adjudged to have been the first 
to use the picture of a woman holding a garment over a wash recep- 
tacle, and referring to a number of prior registrations to which 
applicant had called attention as showing that a certain portion of 
the mark includes matter which is publici juris, the First Assistant 
Commissioner said: 


“As to this point it is believed the previous practice of the office in 
registering marks which include the suggestion of, or the actual words, 
before and after using the goods should be followed in the applicant’s case 
unless its mark is confusingly similar to that disclosed in the opposer’s 
circulars and advertising, and for this reason would damage the latter. 
The opposer does not allege trade-mark of its advertising or circulars but 
this is not necessary to sustain the opposition. 

* * - + x 


“It would appear that a probable purchaser would be familiar with 
the wide and extensive practice of advertising various goods and remedies 
by the ‘before’ and ‘after’ suggestion or illustration, and such purchaser 
would distinguish the advertising of the opposer and the mark of the 
applicant by noting the distinctive features or the differences. Both have 
the common suggestion, it is true, of the effect of the treatment of the gar- 
ment and disclose the representations of the women inspecting it. Such 
attitudes of holding up and inspecting a garment are, however, so common 
as not to be greatly impressed upon the mind of an observer and the other 
features already noted are so different that it is believed confusion would 
not result or that any one seeing the opposer’s advertising matter would 
be led to purchase applicant’s goods thinking those of the opposer were 
being obtained.”20 


20 Rit Products Corp. v. Park & Tilford, 156 M. D. 336, April 3, 1930. 
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Non-Geographical Term 


Moore, A. C.: Held that the applicant is entitled to register, 
as a trade-mark for power shovels, excavating machinery, etc., a 
mark consisting of the notation “Bucyrus-Erie.” 

In his decision, after noting the holding of the Examiner of 
trade-marks, that although applicant had registered the term 
“Bucyrus,” under the ten-year proviso under the act of 1905, the 
fact that the term “Erie” is geographical rendered the present mark 
unregistrable, the Assistant Commissioner said: 


“As the applicant’s mark consists of the combination of its registered 
mark ‘Bucyrus,’ registered under the ten-year proviso of the Act of 1905, 
and the word Erie, the combination of the two words being effected in a 
peculiar and distinctive manner, namely, by linking them together, indicat- 
ing that the mark is to be considered as an entirety, it is believed that 
the applicant is entitled to its registration.”21 


Not a Trade-Mark 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, under the Act of 1920, the notation “Safe Milk for Babies” 
as a trade-mark for milk, cream, buttermilk, cheese and eggs. 

The ground of the decision is that this legend or notation does 
not constitute a trade-mark as it does not indicate origin or owner- 
ship of the goods. 

In his decision, after stating that applicant had already regis- 
tered a composite trade-mark which included the legend in ques- 
tion, and now seeks to register the legend alone, he said: 


“It is believed entirely obvious this legend does not function as a trade- 
mark but constitutes a mere laudatory statement as to the character of 
milk sold by petitioner. When used upon milk the purchasing public would 
merely understand this legend to mean that the milk was safe as a food 
for infants. When used upon the other goods specified, the cheese, butter, 
eggs, etc., the legend would not be interpreted by purchasers to refer to 
the goods at all but to constitute a mere laudatory advertisement or state- 
ment that the petitioner also sold milk of this character.”22 


21 Ex parte Bucyrus-Erie Company, 156 M. D. 316, March 21, 1930. 
22 Ex parte Chevy Chase Dairy, 156 M. D. 341, April 15, 1930. 





